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I.

INTRODUCTION.
TASER understands and truly appreciates the time and analysis required to rule on its

motion for summary judgment. The best way to begin that analysis is by identifying the
undisputed material facts established by Digital’s opposition. Critically, Digital agrees:


Digital accuses a “system” comprising an ASU in combination with at least two cameras
(SOF ¶ 3);



Digital does not accuse TASER of combining the accused component parts into an “operable
assembly” (Dkt. 337 at 57);



TASER has not “locate[d] any accused cameras so as to record the event” (SOF ¶ 23);



Correlation data is “data, including but not limited to a unique serial number and time stamp,
used to link together or otherwise associate record data” (SOF ¶ 51);



It is not possible to use the accused correlation data for the purpose of linking together or
otherwise associating video or audio data (SOF ¶¶ 36-46);



The ‘452 patent did not issue until after this lawsuit began (SOF ¶ 6), and Digital does not
allege pre-suit willfulness (Dkt. 337 at 75);



TASER’s post-suit litigation positions on non-infringement and invalidity have been
reasonable (SOF ¶¶ 63, 67-69, 73-75); and



All of the products and services included in Digital’s convoyed sales damages base are sold,
used, and function independently from the accused ASU/camera system (SOF ¶¶ 79-89).
Accordingly, well-established case law supports the following legal rulings:
1.

Because TASER does not combine the component parts into an operable

assembly, TASER does not directly infringe the asserted claims. Deep South.
2.

Because TASER does not manufacture cameras that are “located” to record the

event, TASER does not infringe the structural limitation contained in claim 10. Cross Medical.
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3.

Applying the parties’ agreed upon definition of “correlation data” to Digital’s

admission that it is not possible to use the accused correlation data “to link together or otherwise
associate record data,” summary judgment of non-infringement is warranted as a matter of law.
4.

TASER’s post-suit conduct and defenses do not support a finding of willful

infringement as a matter of law.
5.

Because none of the unpatented items form a “functional unit” with the accused

ASU/camera system, Digital’s convoyed sales arguments fail as a matter of law.
II.

SUMMARY OF ARGUMENT.
This Court should grant summary judgment because Digital has not raised a genuine

dispute of fact regarding infringement, willfulness, or entitlement to convoyed sales. 1 Rather,
each must be resolved in TASER’s favor as a matter of law. First, with respect to infringement:
(1) The parties agree that Digital accuses a “system” comprising an ASU in combination
with at least two cameras (SOF ¶ 3) and that TASER manufactures accused components of that
system. The parties dispute whether, as a matter of law, manufacturing component parts that
may later be combined together “makes” an infringing system when those parts are not combined
by the manufacturer into an operable assembly. This is a legal question. And the Supreme Court
resolved it many decades ago in Deep South Packing Co. v. Latiram Corp., holding that “[n]o
wrong is done the patentee until the combination is formed. His monopoly does not cover the
manufacture or sale of separate elements capable of being, but never actually, associated to form
the invention.” 406 U.S. 518, 529 (1972). Because Digital admits TASER does not combine the
components into an operable assembly, TASER does not directly infringe the asserted claims.

1

For the Court’s convenience, TASER’s statements of material fact, Digital’s responses, and
TASER’s replies, as well as Digital’s additional statements of fact, and TASER’s responses to
Digital’s additional statements of fact are consolidated in Appendix A, attached hereto.
2

(2) The parties agree that TASER has not “locate[d] any accused cameras so as to record
the event,” as required by the claims. (SOF ¶ 23.) Digital only disputes whether the claimed
second recording device must be “located” by TASER to record an event.

(Dkt. 337 at

66.) Again, this is a legal not a factual dispute, and the Federal Circuit has decided this dispute
in favor of TASER. To infringe TASER must make cameras that are “located” to record the
event when they are manufactured. Digital Ally does not accuse TASER of doing this. TASER
is entitled to summary judgment.
(3) The parties’ agreed construction for correlation data is “data, including but not limited
to a unique serial number and time stamp, used to link together or otherwise associate record
data,” i.e., data recordings. Digital admits it is not possible to use the accused correlation data
for this purpose. (SOF ¶¶ 36-46.) For this additional reason, TASER’s summary judgment
motion of no infringement should be granted.
Next, in its misguided quest for treble damages, Digital asks the Court to disregard
controlling authority and send post-suit willfulness allegations to the jury based on Digital’s
untimely and irrelevant pre-suit evidence. (SOF ¶¶ 90-105.) The only evidence Digital cites to
support its post-suit willfulness claim is that TASER continues to infringe. Halo holds that this
is insufficient. Furthermore, Digital Ally’s pre-suit evidence does not raise a genuine dispute
that TASER had pre-suit knowledge of the allowed claims of the ’452 patent, an irrelevant issue
in any event since Digital has abandoned any pre-suit willfulness claim. More importantly,
Digital’s pre-suit evidence does not even attempt to prove, as it must, that TASER knew (or it
was so obvious that TASER should have known) that TASER was infringing a valid patent. For
at least these reasons, the Court should grant summary judgment of no willful infringement and
take this highly-charged issue out of the case.
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Finally, Digital is not entitled to profit from TASER’s independent innovation by roping
in hundreds of millions of dollars of unpatented products into its royalty base.

Digital’s

convoyed sales arguments fail as a matter of law because none of the unpatented items form a
“functional unit” with the accused ASU/camera “system.” Summary judgment is separately
warranted on this pivotal damage issue.
III.

ARGUMENT.
A.

Digital Agrees that TASER Does Not Make An “Operable Assembly” of
Accused Components.

Digital begins by misstating the holding of Deep South Co. v. Laitram Corp., while
simultaneously failing to cite a single, controlling case to support its novel infringement theory
that the mere manufacture of component parts is sufficient to infringe a combination patent
claim. 406 U.S. 518 (1972), abrogated on other grounds.

In Deep South, the defendant

manufactured all components parts of the accused device. Id. at 523-24. The manufacturer
never combined the individual components into an operable assembly; its overseas customers
combined them. Id. at 524-25, 527-28. The Supreme Court held defendant did not infringe. Id.
Critically, the central question in Deep South was not whether a manufacturer infringes
by making “structurally” complete components of a system. Id. at 527. The question was
whether one element—or even all elements, separately viewed—can ever infringe a claim
directed only to a combination of those components. Id. at 527-28. The Supreme Court held in
no uncertain terms that mere manufacture of component parts of a system, particularly
component parts that are not patentable standing on their own, does not “make” an infringing
system. Id. at 518, 529 (“No wrong is done the patentee until the combination is formed. His
monopoly does not cover the manufacture or sale of separate elements capable of being, but
never actually, associated to form the invention.”).

4

Here, Digital Ally does not raise a genuine dispute that TASER does not make an
“operable assembly” of the accused system. Digital also does not argue that TASER combines
the accused components. Digital does the opposite. Digital admits that accused components are
only, if ever, combined by TASER’s customers and “must be configured by a customer and
deployed in the field to actually perform their intended functions.” (Dkt. 337 at 57.) Because
Digital admits that TASER does not make an operable assembly, TASER should win.
To distract from these facts and the controlling precedent in Deep South, Digital raises an
unsubstantiated and irrelevant argument about how TASER manufactures structurally-complete
devices—as opposed to a structurally-complete system. But even these statements are belied by
the very record Digital cites to support them. Indeed, Digital claims in summary fashion that Dr.
Nettles’ infringement report provides proof of “precisely what infringes,” including “an
‘Accused System’ comprising multiple specific accused devices.” (Dkt. 337 at 60.) But that’s
not what the report says.

In the report, Dr. Nettles admits that only a very specific

“combination” of devices could ever infringe. (Dkt. 337-7, Ex. F, at App. A, p. 1; see also Dkt.
317-16 (Digital Ally’s Infringement Contentions); Dkt. 317-9 (Exhibit B to Digital Ally’s
Infringement Contentions).) The report then fails to cite even one fact that supports the stillunproven allegation that TASER ever makes that accused combination. Arthur A. Collins v.
Northern Telecom Ltd., 216 F.3d 1042, 1046 (Fed. Cir. 2000) (“[I]t is well settled that an
expert’s unsupported conclusion on the ultimate issue of infringement is insufficient to raise a
genuine issue of material fact.”).
In lieu of facts, Dr. Nettles instead offers blanket statements about how TASER makes an
“Axon Signal System.” (Dkt. 337-7, Ex. F, at App. A, p. 1.) This is false. The alleged “Axon
Signal System” is not a product that TASER makes or sells. There is no such SKU. There are
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individual SKU numbers for each ASU and body-worn or in-car camera manufactured and
separately sold by TASER. The accused system components are standalone products, all of
which have non-infringing uses and none of which are individually patentable, as Digital Ally
readily admits in its opposition.2 (See Digital Responses to SOF ¶¶ 2-3, 27-30.)
Digital next raises a confusing and inaccurate argument about how TASER conflates
“making” and “using” theories of infringement. 3 (Dkt. 337 at 56.) Not so. Digital does not
assert a “use” theory of infringement, which is why TASER’s motion does not focus on whether
TASER—or TASER’s customers—“use” the system. Rather, TASER argues that the accused
components can never form an infringing system or satisfy the structural limitations of the
claims, which are directed to a system rather than a component, until they are first combined
together in an “operable assembly.” TASER does not do this, so TASER does not infringe. See
Deep South, 406 U.S. at 528 (“‘One element is not the combination. Indeed, all of the elements
are not. To be that—to be identical with the invention of the combination—they must be united
by the same operative law.’”) (quoting Leeds & Catlin Co. v. Victor Talking Machine Co., 213
U.S. 301, 320 (1909)).
In a final effort to deflect, Digital Ally cites three cases—(1) Atlas IP, (2) Immersion
Corp. and (3) EBS Auto.—all of which are distinguishable and none of which are

2

If Digital Ally wanted to prove that any given component of the accused system was
“patentable” or within the scope of its claims, it needed to raise such a contributory infringement
theory under 35 U.S.C. § 271(c). Here, Digital agrees that no individual component infringes the
asserted claims. (See, e.g., Digital Responses to SOF ¶¶ 3, 17; Dkt. 337-6, Ex. E, Nettles Depo.
Tr. at 19:16-20.)
3
Under 35 U.S.C. § 271(a), “whoever without authority makes, uses, offers to sell, or sells
any patented invention, within the United States, . . . infringes the patent.”
6

controlling. Turning first to Atlas IP,4 the district court there did not hold that defendant
infringed a system by making components of the system, as Digital erroneously claims. 5 (Dkt.
337 at 58.) Rather, the court only held that “Medtronic makes the allegedly infringing devices.”
Atlas IP, 2014 WL 5040317, *9 (emphasis added). In reaching its decision, the court never
found that the claims were directed to a system. Id. at *6, 8. Instead, the court found that the
claims were merely directed to an “‘environment in which’ a single communicator device must
function.” Id. at *6 (emphasis added). The court did not follow Deep South, because, first, it
assumed that the claims “do not expressly require the devices be combined into a system and/or
turned on to infringe,” and, second, it concluded—in circular fashion—that Deep South does not
apply because Medtronic “makes the accused devices to support an operable system” because it
makes the accused devices. Id. at *7.
The court should disregard the Atlas IP decision for three reasons. First Atlas IP never
considered whether any accused components formed an “operable assembly,” as TASER asks
the Court to do now. Second, Atlas IP involved claims directed to a “single communicator
device,” rather than a system. Id. at *6. Third, unlike the plaintiff in Atlas IP, Digital Ally does
not dispute that a “combination” of specific devices is required to infringe. (See Digital’s
Response to SOF ¶¶ 2-3.) Thus, Atlas IP is inapplicable and the court need not consider it here.
Similarly, Immersion Corp. v. Sony Computer Entm’t Am., Inc., No. 4:02-cv-00710-CW,
2005 U.S. Dist. LEXIS 4777 (N.D. Cal. Jan. 10, 2005), is distinguishable on its facts. First, the
plaintiff’s “making” theory of infringement in Immersion was different than Digital’s. The

4

See Atlas IP LLC v. Medtronic, Inc., No. 13-23309-CIV, 2014 WL 5040317 (S.D. Fla. Oct.
8, 2014), on reconsideration in part, No. 13-23309-CIV, 2014 WL 11906633 (S.D. Fla. Oct. 17,
2014), and aff’d in part, 809 F.3d 599 (Fed. Cir. 2015).
5
Indeed, this question was never before the district court since defendant, not plaintiff,
moved for summary judgment of no infringement.
7

plaintiff there accused defendant of infringing by physically constructing the accused system at
kiosks, rather than merely manufacturing component parts. See generally id. at *8-17 (only
discussing sales and offers to sell and the actual installation or construction of the alleged system
at kiosks).

Second, the court at most held that a reasonable juror could have found that

defendant sells a complete and operable system, as opposed to mere constituent parts. Id. at *16.
But the evidence it relied for that holding had nothing to do with bare “manufacturing” claims
like Digital Ally alleges here. Id. at *16. Rather, in denying summary judgment, the court
considered that (1) defendant advertised and sold the products as a “system,” (2) PlayStation
users needed to perform only a few simple steps to connect the consoles, controllers, and games
of the system, and (3) the instruction manual described the system as including one of the
claimed functions. Id. at *16-17. In stark contrast, Digital Ally has not offered a single fact that
is similar to those in Immersion.
The only issue before the district court in EBS Auto. Servs. v. Illinois Tool Works, Inc.,
No. 09-CV-996 JLS (MDD), 2011 WL 4021323, at *6-9 (S.D. Cal. Sept. 12, 2011), was whether
the accused system was sold (not “made”) as a single unit. Id. at *6-8. The defendant moved for
summary judgment that it did not infringe because defendant allegedly shipped components of
the accused system separately from each other. Plaintiff submitted evidence in response that the
accused components were shipped simultaneously. Id. at *6-7. Based on the slim record before
it, the court found a factual dispute and denied summary judgment. Id. at *9. However, the court
expressly stated that its ruling “does not mean that ITW sells a complete system as a matter of
law.” Id. at *9 (emphasis in original). Because TASER’s non-infringement argument is not at
all similar to the shipping argument raised by the defendant in EBS, the Court should ignore it.

8

Digital concedes that TASER does not make an “operable assembly.” While Digital
argues that TASER makes structurally-complete components, this is not enough. TASER must
make a structurally-complete and “operable assembly” of a system in order to infringe. TASER
does not do this, so TASER is entitled to summary judgment.
B.

Digital Ally Agrees that TASER Does Not “Locate[]” the Accused Cameras
to Record an Event.

It is undisputed that TASER does not “locate[]” the second recording device to record
“the event,” as recited in claim 10. Instead, Digital rebuts an argument that TASER never made
but nonetheless does not contest. In particular, Digital argues that the claims require “distinct”
sets of record data. (Dkt. 337 at 62-63.) TASER agrees. But whether the accused cameras
capture different or distinct types of footage is irrelevant and does not answer whether TASER
“locate[s]” any cameras to record video or audio “for the event.” (See SOF ¶ 8 (reciting asserted
claim 10).) It clearly doesn’t.
The claim language is unambiguous. To directly infringe, TASER must make a system
that includes “a second recording device, distinct from the first recording device, located so as to
record a second set of record data for the event.” (SOF ¶ 8.) It does not matter whether the
“second set” of record data is “distinct” from a “first set.” Recording devices that capture
distinct sets of record data are additional requirements of the asserted claims, not the only
requirements of those claims.

(SOF ¶ 3.) Digital must prove that TASER satisfies all

requirements of the claim. Digital Ally has failed to meet this burden. Thus, TASER does not
infringe. MicroStrategy Inc. v. Bus. Objects, 429 F.3d 1344, 1352 (Fed. Cir. 2005) (“If . . . even
one claim limitation is missing or not met, there is no literal infringement.”).
Rather than face TASER’s argument head on, Digital states in conclusory fashion that
“the Accused Products satisfy the limitations regardless of where or how they are deployed by
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customers.” (Dkt. 337 at 64.) Digital also claims—again, without support or explanation—that
“there is no structural limitation missing at manufacture.” (Dkt. 337 at 65.) It is unclear which
facts Digital relies on to make this bold statement. Indeed, to prove that TASER “located” a
second recording device, Digital Ally instead cites facts that the accused cameras are capable of
capturing distinct footage. This is insufficient and nonsensical. Further, capability to “record”
distinct footage is not a structural limitation; it is a functional one.6 Whether the accused
cameras “are specifically designed to perform all functions recited in the [a]sserted [c]laims,”
including “recording” distinct data does not matter because TASER’s non-infringement
argument is not focused on the function of the cameras. Rather, TASER’s argument focuses on
whether its accused cameras, as manufactured at TASER’s Scottsdale, Arizona headquarters,
meet the structural limitation of being “located” in a position such that they can record “the
event.” (SOF ¶ 8.) They do not.
Second, Digital Ally has not meaningfully distinguished any of the cases TASER cited in
its opening brief. Digital merely repeats the facts of those cases, asserts they are distinguishable,
yet never explains why. Turning first to Cross Med. Prods., Inc. v. Medtronic Sofamor Danek,
Inc., 424 F.3d 1293 (Fed. Cir. 2005), Digital acknowledges that the asserted claims there
included structural limitations requiring installation of claimed devices in locations extrinsic to
the devices themselves. For example, in Cross Medical, the claims required that the apparatus be
“operatively joined” to a patient’s bone in order for it to infringe. Id. at 1312. Since the
manufacturer did not join the device to a patient’s bone, the manufacturer did not directly
infringe. Id. The same is true here. Just as the manufacturer in Cross Medical did not infringe

6

The agreed construction for “recording device” is explicit that the cameras ability to
“record[]” is a functional ability, rather than a structural one. (See Dkt. 162-1 at 2.)
10

because it did not join the accused device to bone, TASER does not infringe because the accused
devices are not “located” to record the event when made.
Digital Ally also tries to distinguish Ball Aerosol & Specialty Container, Inc v. Ltd.
Brands, Inc. and Piersons v. Quality Archery Designs, Inc. by arguing that those cases involved
accused products that did not “necessarily have to be” placed in the alleged, infringing
configuration. (Dkt. 337 at 64-65); see also Ball Aerosol, 555 F.3d 984, 995 (Fed. Cir. 2009);
Piersons, No. 306CV0408TJMDEP, 2009 WL 10680314, at *28 (N.D.N.Y. Feb. 26, 2009). So
too here. The accused products do not necessarily have to be placed in a location where they can
record the “event.” As even Digital admits, the cameras always record “distinct” data, including
data from different events, particularly when some cameras are located in one part of the country
and other cameras are located in a different part. Thus, Digital’s attempt to distinguish Ball
Aerosol and Piersons only highlights, rather than drives a wedge between, the similarities
between those cases and this one.
More importantly, Ball Aerosol and Piersons—the same as Cross Medical—hold that an
apparatus or system claim is only infringed when all structural elements of the claims are
present. In Ball Aerosol, the Federal Circuit held that infringement existed only when the
candleholder base was placed below a candleholder. 555 F.3d at 994-95. The manufacturer did
not place the components in this configuration, so the manufacturer did not directly infringe. Id.
Similarly, in Piersons, when the accused sub-assembly was not “mounted” (i.e., located) on a
bow frame, the manufacturer did not directly infringe the claims. 2009 WL 10680314, at *28.
These facts are the same as the facts here. TASER, as the manufacturer, does not infringe unless
and until it “locates” the “recording device . . . so as to record a second set of record data for the
event.” (SOF ¶ 8.) Digital Ally does not accuse TASER of doing this, so TASER does not
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infringe. See also EBS Auto., 2011 WL 4021323, at *9-11 (discussing three reasons an accused
device failed to meet structural limitations of a claim where the manufacturer did not “connect”
the accused device to extrinsic structures identified in the claim, including not positioning a
“bleeder valve hose” to “form[] a connection between a waste fluid tank and a vehicle”).
Third, the instant facts are not at all similar to those in Fantasy Sports Props., Inc. v.
Sportsline.com, Inc., 287 F.3d 1108 (Fed. Cir. 2002). In Fantasy Sports, the claim at issue was
directed to “[a] computer for playing football.” Id. at 1118. The Federal Circuit noted that the
claim “also sets forth a number of functionally defined means that that software must contain,”
such as a “means for scoring . . . bonus points.” Id. (emphasis added). The Federal Circuit held
that to infringe the patent, “the code underlying an accused fantasy football game must be written
in such a way as to enable a user of that software to utilize the function of awarding bonus
points.” Id. (emphasis added). The court also noted that because the “means for scoring . . .
bonus points” was a functional limitation, the alleged infringing software must include that
“means” (i.e., code), regardless whether the code is ever activated or utilized in any way. Id.
Nothing about the instant case is similar to Fantasy Sports. Indeed, Fantasy Sports dealt
strictly with functional, rather than structural, limitations of a claim. And Digital Ally’s circular
and conclusory arguments that the website in Fantasy Sports is a “computer for playing football
because it is a computer-based football game that [satisfies a limitation of the claim]” does not
explain why this case is similar to the present one, or why Digital should win on summary
judgment. If TASER argued non-infringement based on whether the accused cameras can
“record” data, then Fantasy Sports might be applicable. But TASER argues something entirely
different: TASER does not “locate[]” any accused cameras.
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Likewise, as Digital Ally has urged, and as TASER agrees, “use” of the accused system
is not at issue here. Thus, Digital’s vague assertion that “[l]ike Fantasy Sports, TASER’s
accused products necessarily satisfy the limitations under any use”—regardless of where or how
the second recording device is located—does not follow, is irrelevant, and otherwise
demonstrates a deep misunderstanding (or intentional mischaracterization) of TASER’s noninfringement argument.
Finally, the prosecution history of the ’452 patent—and reasons Digital added the
“located” limitation—is irrelevant to a proper infringement analysis. A correct analysis asks,
first, what is the meaning of the term “located” and, second, whether TASER, as the alleged
direct infringer, meets that limitation as properly construed. See Bai v. L and L Wings, Inc., 160
F.3d 1350, 1351 (Fed. Cir. 1998). Digital Ally does not offer a proposed construction or
otherwise dispute TASER’s interpretation of the plain and ordinary meaning of the term
“located.” Thus, the prosecution history, including any reasons why the term “located” was
added to the asserted claims, is irrelevant.
For these reasons, TASER’s motion for summary judgment should be granted.
C.

The Accused “Correlation Data” Is Not Capable of Being Used to Link
Together or Associate Video and Audio Data, So TASER is Entitled to
Summary Judgment of No Infringement.

Rather than addressing TASER’s non-infringement argument, Digital has side-stepped it.
The parties agreed on a construction for the claim term “correlation data” nearly two years ago.
(Dkt. 65.) The construction did not import limitations from the specification into the claims;
rather, the construction precisely defined “correlation data” based on its definition in the
specification.

Digital Ally now acts as though the agreed construction is unhelpful or

misunderstood by TASER, but this is simply untrue. The construction is as unambiguous now as
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it was the day Digital Ally agreed to it. Digital does not now get to back away from that
construction simply because it cannot prove infringement when forced to apply it.
Furthermore, despite Digital Ally’s overwrought statements about TASER violating
“black letter patent law,” Digital Ally does not cite a single case opposing TASER’s third noninfringement argument.

Instead, Digital sweeps the agreed construction under the rug, re-

directing the discussion to different limitations in the hopes of distracting or confusing the Court
into denying TASER’s motion. Critically, Digital Ally never claims there is a dispute of fact.
Digital Ally also makes no attempt to show that it applied the correct and agreed construction to
its infringement analysis. For these reasons alone, TASER’s motion should be granted.
Digital’s four main rebuttal points are unpersuasive and irrelevant. Regarding its first
point, Digital Ally confusingly claims that TASER’s motion should fail because TASER ignored
“video-to-event” correlation. (Dkt. 337 at 68.) TASER’s brief did not mention “video-to-event”
correlation because TASER did not move for summary judgment on that portion of the claim.
The second-to-last limitation of claim 10, which recites storing correlation data as metadata
“such that” the first and second sets of record data “can be correlated back to the event,” is a
separate limitation from the “correlation data” limitation. (SOF ¶ 8.) Digital Ally bears the
burden of proving that TASER’s accused products meet both the “correlation data” and
“correlated back to the event” limitations. Digital’s expert admits he did not apply or attempt to
prove infringement of the “correlation data” term. (SOF ¶ 54 (“[M]y general understanding is
that I’m not required to meet agreed upon constructions.”).) Dr. Nettles’ testimony regarding
other limitations of the claims does not correct this failure and is immaterial. See MicroStrategy,
429 F.3d at 1352 (“If . . . even one claim limitation is missing or not met, there is no literal
infringement.”).
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Digital Ally’s second point is likewise unpersuasive. Digital is incorrect that TASER’s
motion centers on an “act” of correlation. (Dkt. 337 at 69-70.) The agreed construction for
“correlation data” is “data, including but not limited to unique serial number and time stamp,
used to link together or otherwise associate record data.” (Dkt. 65-1 at 1.) As Digital Ally
admits, and as TASER has argued, “this construction describes the type of data by telling us how
‘correlation data’ is to be used.” (Id. at 70.) TASER’s motion does not center on whether the
correlation data is actually used for that purpose. TASER’s motion states that the accused
correlation data is not even capable of being used for that purpose. Digital agrees it cannot be
used for that purpose. (Id. at 67.) Thus, contrary to Digital’s suggestion otherwise, there is no
need for the Court to ask the alleged “key question: What is the record data linked together or
otherwise associated with?” (Id. at 70 (emphasis in original).) The agreed construction already
answers this question. Record data must be linked together or otherwise associated with other
record data, and the accused correlation data admittedly cannot be used for this purpose.
Third, TASER never set up a “straw man” argument. Indeed, TASER’s opening brief
anticipated that “Digital will argue that a proper infringement analysis requires the Court to
ignore the agree-upon construction and rewrite it to say ‘data . . . used to link together or
otherwise associate . . . record data [back to the event].’” (Dkt. 316 at 41.) This is precisely
what Digital has done. As noted above, Digital asks the Court to fixate on the separate “such
that . . . record data can be correlated back to the event” limitation and ignore Digital’s failure of
proof for the “correlation data” limitation.

Doing so would constitute reversible error.

MicroStrategy, 429 F.3d at 1352.
Digital’s fourth argument attempts to distract the Court with irrelevant commentary about
TASER’s failure to win claim construction on an unrelated “recording device manager” term.
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To be clear, TASER has not imported any limitations from the specification into the claim term
“correlation data.” The agreed construction for “correlation data” is the definition of “correlation
data” set forth in the specification. (Dkt. 162-1 at 2; Dkt. 308-1, Ex. A, (U.S. Patent No.
9,253,452), at 15.) That is why Digital agreed to it. If Digital Ally wanted to advocate a
narrower, limiting construction that defined correlation data in terms of its use for correlation
back to an event, it could have made that argument to the Court. But Digital did not do so. That
Digital Ally now tries to back away from the agreed construction is not proof of any
gamesmanship by TASER; it is proof that Digital Ally did not invent the technology TASER
independently engineered and incorporated into its products.
In sum, Digital Ally has admitted, as a factual matter, that TASER does not infringe. For
this additional reason, TASER’s motion for summary judgment of no infringement should be
granted.
D.

TASER is Entitled to Summary Judgment of No Post-Suit Willfulness
Because Digital Alleges Nothing More than “Typical” Infringement.

Digital has now conceded, as it must, that it has no pre-suit willfulness claim. (Dkt. 337
at 75 (“Because the ’452 Patent issued the same day this lawsuit was filed, there can be no presuit willfulness. State Indus., Inc. v. A.O. Smith Corp., 751 F.2d 1226, 1236 (Fed. Cir. 1985).”).)
Yet, despite this admission, Digital floods the record with untimely and irrelevant
“circumstantial” evidence of TASER’s alleged pre-suit patent knowledge that does not support
its post-suit willfulness claim as a matter of law. See M & C Innovations, LLC v. Igloo Prod.
Corp., No. 4:17-CV-2372, 2018 WL 4620713, at *5 (S.D. Tex. July 31, 2018) (noting that
because plaintiff failed to state a pre-suit willfulness claim, “the only relevant knowledge
and conduct would be that which occurred post-suit”); Plastic Omnium Advanced Innovation &
Research v. Donghee Am., Inc., No. CV 16-187-LPS, 2018 WL 2316637, at *11 (D. Del. May
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22, 2018) (finding pre-suit conduct insufficient for willful infringement). To survive summary
judgment of no post-suit willfulness, Digital Ally needed to demonstrate at least a genuine
dispute of material fact that TASER knew (or it was so obvious that TASER should have known)
there was a risk it was infringing the ’452 patent. Digital failed to do so. Instead, Digital has
failed, even as a threshold matter, to prove pre-suit knowledge of the allowed claims of the ’452
patent or that TASER engaged in conduct beyond typical infringement. Indeed, the only support
for Digital Ally’s admitted post-suit willfulness claim is that TASER has “continued” to infringe.
This is not enough under Halo. TASER is entitled to summary judgment.
1.

Digital Ally’s New “Copying” Theories, Along With Other Evidence It
Relies on in Opposition, Were Not Timely Disclosed and Should Be
Ignored.

As a threshold matter, Digital’s opposition inappropriately raises for the first time many
new arguments that were not disclosed in response to TASER’s willfulness interrogatory. (Dkt
337 at 73-82.) During discovery, Digital argued only that TASER willfully infringed because (1)
“Digital believe[d] that the evidence will show that TASER was aware of and was tracking the
progress of [the ‘151 application],” (2) “TASER would have monitored the progress of the ‘151
application and would have . . . received a Notice of Allowance on December 17, 2015 and
received the corresponding issue notification on January 13, 2016,” and (3) “TASER has
continued to infringe the ’452 Patent after the filing of the above-captioned lawsuit.” (SOF ¶
62.) Now, after discovery has closed, Digital argues for the first time that (1) TASER copied or
“attempted” to copy the VuLink product; (2) TASER was willfully blind to the ’452 patent; (3)
TASER knew it infringed the ’292 patent, which is why it filed for reexamination; (4) TASER
released additional accused products after this case was filed; and (5) many documents that
predate the ’452 patent support Digital’s willful infringement claim. (See Dkt. 337 at 73-78, 8182; SOF ¶¶ 90-92, 94-110.)
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The Court should ignore this evidence (SOF ¶¶ 90-102) as untimely because Digital did
not attempt to demonstrate that its tardy disclosures (however irrelevant) were substantially
justified. See Fed. R. Civ. P. 37(c)(1); see also Nike, Inc. v. Wolverine, 43 F.3d 644, 646, 648-49
(Fed. Cir. 1994) (precluding patentee from pursuing arguments in summary judgment that it
failed to disclose during discovery); Griddine v. GP1 KS-SB, Inc., No. 2:17-CV-02138-JAR,
2019 WL 1002049, at *5 (D. Kan. Feb. 28, 2019) (“The burden to demonstrate that the failure to
disclose is harmless or substantially justified is on the party who failed to properly disclose.”).
2.

Digital’s Speculative Allegations of Pre-Suit Knowledge are Irrelevant
to Its Post-Suit Willfulness Claim and Would Not Establish
Willfulness Even for a Pre-Suit Willfulness Claim.

Digital Ally confuses TASER’s knowledge of the ’292 patent with knowledge of a risk of
infringement of the ’452 patent. The former is irrelevant to Digital Ally’s post-suit willful
infringement allegations. Cont’l Circuits LLC v. Intel Corp., No. CV16-2026-PHX-DGC, 2017
WL 679116, at *9 (D. Ariz. Feb. 21, 2017) (finding that “knowledge of the patent allegedly
infringed simply cannot be inferred from mere knowledge of other patents, even if somewhat
similar” (quoting Vasudevan Software, Inc. v. Tibco Software, Inc., No. 11-6638, 2012 WL
1831543, at *2 (N.D. Cal. May 17, 2012))). The latter Digital Ally cannot prove.
Digital correctly states that TASER knew of the ’292 patent and tried to invalidate that
patent through reexamination. But this is irrelevant to Digital’s willful infringement claim.
Digital cannot infer knowledge of the ’452 patent from TASER’s prior knowledge of the ’292
patent. See, e.g., Cont’l, 2017 WL 679116, at *9 (knowledge of related patents and continuation
application insufficient to show knowledge of the patent-in-suit); Finjan, Inc. v. Cisco Sys. Inc.,
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No. 17-CV-00072-BLF, 2017 WL 2462423, at *5 (N.D. Cal. June 7, 2017) (knowledge of patent
portfolio insufficient for willfulness).7
Moreover, Digital’s argument that TASER “sought to kill Digital’s [’292] patent to avoid
any liability for its infringement” (Dkt. 337 at 74), is unavailing. Digital Ally fails to cite a
single case that supports a willful infringement finding based on such unsubstantiated claims.
(See Dkt. 337 at 74-75.) It is true that TASER filed a petition for reexamination on Digital’s
’292 patent. But the only reasonable inference to be drawn from that reexamination proceedings
is not that TASER had a guilty conscience for allegedly infringing the ’292 patent (let alone the
’452 patent which did not even exist at the time). See Halo Elecs., Inc. v. Pulse Elecs., Inc., 136
S. Ct. 1923, 1933 (2016) (explaining that the time frame for addressing “culpability is . . . at the
time of the challenged conduct”).

The only reasonable inferences to be drawn from the

reexamination is that TASER (1) knew of the ’292 patent after it issued, and (2) believed it was
invalid. Indeed, during reexamination, Digital substantially amended the ’292 patent, suggesting
that even Digital Ally recognized its initial patent grant was too broad. (See TASER Response to
SOF ¶ 102.) Thus, TASER’s decision to send the related and, at the time, invalid ’292 patent
into reexamination does not demonstrate that TASER knew or should have known that it would
infringe the non-existent ’452 patent.
Further, Digital alleges that TASER had knowledge of the ‘151 application, which led to
the ’452 patent. This fact is irrelevant to Digital’s willfulness claim. State Indus., 751 F.2d at
1236 (reversing the district court’s willfulness finding, explaining that notice of “patent pending”

7

For this same reason, Digital’s assertion that a few TASER employees knew about and
reviewed two other Digital patents not asserted here that issued before the ’151 application was
ever filed (SOF ¶ 98; TASER’s Response to SOF ¶¶ 98), is of no moment.
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status is insufficient to support a willfulness claim because “[w]hat the scope of claims in patents
that do issue will be is something totally unforeseeable”).
Digital also makes the unsubstantiated claim that TASER had knowledge of the
prosecution of ’452 patent. (Dkt. 337 at 19.) Even if true (it’s not), such knowledge is legally
insufficient to support a willfulness claim. See State Indus.,751 F.2d at 1236 (reversing district
court’s willfulness finding, explaining that notice of “patent pending” status is insufficient to
support a willfulness claim because “[w]hat the scope of claims in patents that do issue will be is
something totally unforeseeable”); Windy City Innovations, LLC v. Microsoft Corp., 193 F.
Supp. 3d 1109, 1117 (N.D. Cal. 2016) (dismissing willful infringement claims where knowledge
was based on “the patent application of the [asserted patent] and [a related patent] on which
plaintiff [did] not su[e]”); Radware Ltd. v. F5 Networks, Inc., No. 5:13-cv-02024-RMW, 2016
WL 4427490, at *5 (N.D. Cal. Aug. 22, 2016) (granting motion for judgment as a matter of law
of no willful infringement because notice of a non-asserted patent and parent patent application,
without evidence of active monitoring, “does not support a finding of willfulness”).
Here, far from evidence of active monitoring, the uncontroverted evidence in this record
from TASER’s 30(b)(6) witness and current General Counsel is that TASER never monitored
the prosecution of the ’452 patent. (SOF ¶ 58.) See also Radware, 2016 WL 4427490, at *5
(finding no willful infringement where in-house counsel’s testimony rebutted allegations of
monitoring). Moreover, Digital’s further and inconsistent argument that “TASER should have
actively monitored the prosecution, but instead chose to be willfully blind to Digital’s impending
’452 Patent” (Dkt. 337 at 77), is meritless. There is no duty to monitor patent applications, nor
can Digital artificially impose such a duty on TASER to survive summary judgment. See, e.g.,
Virginia Innovation Scis., Inc. v. Samsung Elecs. Co., 983 F. Supp. 2d 700, 710 (E.D. Va. 2013)
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(dismissing willful infringement claims because “there can be no affirmative duty to continue to
monitor any patent [or application], that a potential infringer becomes aware of, for continuations
or continuations-in-part, which could perhaps, eventually, issue as patents”). 8
In response to this clear and indistinguishable precedent, Digital relies on a confusing
hodgepodge of cases that do not support its position. For example, Digital cites WCM Indus.,
Inc. v. IPS Corp., for the proposition that willfulness can be inferred from all the circumstances,
including knowledge of a patent application. 721 F. App’x 959, 970-71 (Fed. Cir. 2018). But
unlike here, in WCM the defendant agreed it had some pre-suit knowledge of two of the asserted
patents. Id. Defendant also (1) had a well-known “culture of copying,” (2) did not employ any
employees to develop the accused product, and (3) had developed the accused product with
“identical measurements and compatibility” to the patented product. Id. Considering these facts,
the district court held that a reasonable juror could find that defendant knew or should have
known it was infringing those two patents. Id. Notably, however, the district court granted
summary judgment of no willful infringement on a third patent for which defendant had no presuit knowledge. The Federal Circuit affirmed that summary judgment ruling. Id. at 965.
SiOnyx, LLC v. Hamamatsu Photonics K.K., likewise does not support Digital’s theory
that mere awareness of a patent application and a separate patent is sufficient to support pre-suit
knowledge of the asserted patent. 330 F. Supp. 3d 574, 610 (D. Mass. 2018). In SiOnyx, the

8

Digital does not even attempt to satisfy the standard for a willful blindness theory, which
requires “(1) the defendant must subjectively believe that there is a high probability that a fact
exists,” namely that the ’452 patent exists and that TASER believes in a risk that it infringes the
patent, “and (2) the defendant must take deliberate actions to avoid learning of that fact.” Glob.Tech Appliances, Inc. v. SEB S.A., 563 U.S. 754, 769 (2011); see also Corephotonics, Ltd. v.
Apple, Inc., No. 17-CV-06457-LHK, 2018 WL 4772340, at *9 (N.D. Cal. Oct. 1, 2018) (cited by
Digital and finding that plaintiff had proven willful blindness only because Apple “believed that
there was a high probability that it was infringing the Asserted Patents, and that Apple took
deliberate actions to avoid learning of that fact”). Digital has presented no such evidence.
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court found that there was a genuine dispute of fact concerning defendant’s pre-suit knowledge
of the asserted patent. Id. However, unlike here, the plaintiff disclosed copious amounts of
evidence regarding pre-suit monitoring of the parent patent application and defendant had presuit knowledge of the patent. Id. And significantly, the plaintiff in SiOnyx asserted a pre-suit
willfulness claim, which Digital does not assert here. Id.
Digital Ally has no proof of TASER’s alleged pre-suit knowledge of the allowed claims
of the ’452 patent and has abandoned any pre-suit willfulness claim in any event. (See Dkt. 337
at 75 (“Because the ’452 Patent issued the same day this lawsuit was filed, there can be no presuit willfulness. And Digital has never suggested otherwise.” (citation omitted)).) Accordingly,
Digital’s unproven and untrue additional “facts” about pre-suit knowledge cannot meet Digital’s
burden to demonstrate post-suit willful infringement because pre-suit knowledge is irrelevant
here, and Digital’s “facts” cannot show TASER had pre-suit knowledge of the ’452 patent’s
claims. Further, as noted below, none of Digital’s speculative allegations raise to the level of
showing TASER knew it was infringing the ’452 patent or any conduct beyond typical
infringement required by Halo. No reasonable jury could find otherwise.
3.

Digital Ally’s Late-Disclosed Copying Theories Do Not Actually
Establish “Copying” and the Court Should Reject Them.

TASER does not dispute deliberate copying may be evidence of willful infringement, but
TASER did not copy Digital Ally’s technology, and Digital does not cite any evidence that it did.
Digital’s copying theory is legally insufficient because Digital does not accuse TASER of
copying the claims of the ’452 patent or Digital’s allegedly-patented product.

Leapfrog

Enterprises, Inc. v. Fisher-Price, Inc., No. CIV.A. 03-927-GMS, 2005 WL 1331216 (D. Del.
2005) (explaining that copying extends to the patent claims and commercial embodiments);
Amazon.com, Inc. v. Barnesandnoble.com, Inc., 239 F.3d 1343, 1366 (Fed. Cir. 2001)
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(“[E]vidence of copying [the patentee’s product] is legally irrelevant unless the [product] is
shown to be an embodiment of the claims.”). Digital’s theory is simply that TASER “copied or
attempted to copy Digital’s patented technology.” (Dkt. 337 at 74 (emphasis added).) Digital
Ally’s theory fails because Digital does not cite any facts or expert testimony that its VuLink
product is actually patented. Moreover, Digital’s argument should be rejected because Digital
does not cite facts that the accused products work similarly—let alone the same—as the VuLink
product.

Digital also does not cite (nor is TASER aware of) any case suggesting that

“attempted” copying is a cognizable theory of willfulness. (Dkt. 337 at 74-82). Thus, even if
true (and it’s not), Digital’s claim still fails.
In support of its “attempted” copying claim, Digital offers the following wholly
insufficient evidence:


Product Knowledge Without Proof of Commercial Embodiment.

Digital

states that TASER learned of Digital’s VuLink product in September 2013 and Digital’s FirstVu
camera at least by September 2014. (Dkt. 337 at 74.). But knowledge of a product is not the
same as copying that product. And it is Digital’s burden to prove its products are patented.
WesternGeco LLC v. ION Geophysical Corp., 889 F.3d 1308, 1330 (Fed. Cir. 2018) (requiring
patent holder to show its product(s) were commercial embodiments). Digital never offered
expert testimony that VuLink and FirstVu cameras are commercial embodiments of the ’452
patent. Thus, even if TASER had copied (it didn’t), it would not defeat TASER’s motion. See,
e.g., Cooper Indus., Inc. v. Leatherman Tool Grp., Inc., 532 U.S. 424, 441 (2001) (“copying of
the functional features of an unpatented product is lawful”); TrafFix Devices, Inc. v. Mktg.
Displays, Inc., 532 U.S. 23, 29 (2001) (“[U]nless an intellectual property right such as a patent or
copyright protects an item, it will be subject to copying.”); Leapfrog, 2005 WL 1331216, at *2
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(granting motion in limine precluding patentee from introducing evidence of copying because
patentee only offered attorney argument to show that patentee’s product practiced the patent);
Finjan, Inc. v. Blue Coat Sys., Inc., No. 13-CV-03999-BLF, 2015 WL 4129193, at *6 (N.D. Cal.
July 8, 2015) (“Plaintiff’s burden to show copying is significant: not only does it have to
demonstrate access, analysis, and similarity between Defendant’s accused products and
[Plaintiff’s product], Plaintiff must also establish that [Plaintiff’s product] embodied the claimed
inventions of which Defendant is accused of infringing.”).


General Awareness of Product Development. Digital Ally likewise claims that

TASER was aware of Digital’s claims that it invented auto-activation. (Dkt. 337 at 73-74.) But
the evidence Digital cites in support of that statement does not establish or even hint at copying,
let alone that TASER knew how Digital’s products operated (SOF ¶ 54.)


Casual Conversation.

Digital alleges that TASER asked Digital how it

implemented the wireless auto-activation technology. But even assuming this is true, this
establishes nothing without proof that TASER thereafter used that information to build its
accused products. Digital has no such proof. In fact, all Digital cites is testimony from its lead
engineer that he may or may not have discussed the wireless protocol that Digital uses in its
allegedly patented product. To be sure, TASER and Digital use different protocols. TASER
uses Bluetooth, and Digital uses WiFi. If anything, this evidence proves TASER did not copy
Digital Ally’s product. (SOF ¶ 101 (“I do not remember whether we told him whether it’s
Bluetooth in there or WiFi in there . . . .”); TASER Response to SOF ¶ 101 (noting TASER uses
Bluetooth, while Digital uses WiFi)); see also Finjan, 2015 WL 4129193, at *6 (to establish
copying, plaintiff must demonstrate similarity between its product and defendant’s product).
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Knowledge of ’292 Patent. Digital again cites evidence regarding TASER’s

purported knowledge of the non-asserted ’292 patent to prove that TASER “copied.” (Dkt. 337
at 73-74.)

This evidence is legally insufficient to establish copying, let alone willful

infringement. Windy City, 193 F. Supp. 3d at 1117 (holding knowledge of a related patent did
not support willfulness claims); Finjan, 2015 WL 4129193, at *6.
On this record, no reasonable fact finder could find that TASER knew of and deliberately
copied a patented feature of the ’452 patent. Thus, the Court should ignore Digital’s belated
“copying” claims.
4.

TASER Did Not Act Egregiously Or Despite a Known Risk of
Infringement.

Of the many flawed theories that Digital Ally offers in opposition, Digital never once
states, as it must, that TASER’s post-suit conduct was egregious or that TASER knew of a
substantial risk that it was infringing a valid patent on or after it learned of the asserted patent.
Halo, 136 S. Ct. at 1933 (explaining that the time frame for addressing “culpability is . . . at the
time of the challenged conduct”). For at least this reason, TASER’s motion for summary
judgment of no willfulness should be granted.
As a threshold matter, TASER only could have learned of an infringement risk on the
date TASER first learned of that patent, which was February 2, 2016. See id.; Ansell Healthcare
Prod. LLC v. Reckitt Benckiser LLC, No. 15-CV-915-RGA, 2018 WL 620968, at *8 (D. Del.
Jan. 30, 2018) (granting defendant’s motion for summary judgment of no willful infringement
because the “would-be ‘egregious’ behavior pre-dates [defendant’s] alleged knowledge of . . . the
patents-in-suit by roughly 11 months”).9 Significantly, on or after February 2, 2016, Digital does
9

Conversely, the Sonos, Inc. v. D&M Holdings Inc. case cited by Digital, and cases cited
therein, are not applicable here because they merely suggest that pre-issuance deliberate copying
can be relevant in some circumstances, if the copying constitutes particularly egregious behavior
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not allege that TASER was aware of a risk it was infringing a valid patent. In fact, on and after
that date, Digital Ally only accuses TASER of continuing to infringe, which is insufficient to
establish willfulness as a matter of law. E.g., Plastic, 2018 WL 2316637, at *11 (granting
summary judgment of no willful infringement, finding post-suit allegations of continued sales,
without more, are insufficient); Move, Inc. v. Real Estate All. Ltd., 221 F. Supp. 3d 1149, 1173
(C.D. Cal. 2016), aff’d in part, 721 F. App’x 950 (Fed. Cir. 2018) (same). Moreover, Digital’s
belated argument that TASER released new accused products following this lawsuit adds no
strength to its post-suit willfulness claim. Because Digital also agrees that these new products
can be used in a manner that does not infringe (Dkt. 337 at 81-82), there is no egregiousness.
For the reasons mentioned in TASER’s opening brief, courts routinely reject “ordinary
infringement” claims at the summary judgment phase of a case. See, e.g., NetFuel, Inc. v. Cisco
Sys. Inc., No. 5:18-CV-02352-EJD, 2018 WL 4510737, at *2 (N.D. Cal. Sept. 18, 2018)
(“Willful infringement is reserved for ‘egregious infringement behavior’”); Plastic, 2018 WL
2316637, at *11 (“Drawing all reasonable inferences in favor of [plaintiff], the Court concludes
that a reasonable factfinder could not find that [defendant] engaged in the type of egregious
conduct to permit a finding of willful infringement.”); Finjan, 2017 WL 2462423, at *5
(dismissing willfulness where behavior was not egregious); Cont’l, 2017 WL 679116, at *11
(“After Halo, egregiousness is the touchstone of the willfulness inquiry.”); Koninklijke Philips
N.V. v. Zoll Med. Corp., 257 F. Supp. 3d 159, 163 (D. Mass. 2017) (granting summary judgment
of no willful infringement because “[p]laintiffs have not met their burden to show that
defendant’s conduct was so malicious that a finding of willful infringement is warranted in this

and is combined with other evidence. See No. CV 14-1330-WCB, 2017 WL 5633204, at *3-4
(D. Del. Nov. 21, 2017). No evidence of deliberate copying exists here.
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case”). As in these cases, Digital too has not met its burden to show egregious behavior beyond
typical infringement. Summary judgment is therefore warranted.
5.

Digital Ally Does Not Dispute that TASER Has Reasonable Defenses.

Digital does not dispute that TASER’s non-infringement defenses are reasonable. 10
Instead, Digital only questions the relevance of TASER’s defenses. There is no question they
are relevant.

Indeed, “[p]ost–Halo, courts have dismissed willfulness infringement claims

where, as here, the defendant has had ‘reasonable arguments as to why its conduct was noninfringing.’” Koninklijke, 257 F. Supp. 3d at 163 (quoting Move, 221 F. Supp. 3d at 1173);
Dorman Prod., Inc. v. Paccar, Inc., 201 F. Supp. 3d 663, 680 (E.D. Pa. 2016), as amended (Oct.
17, 2016) (granting summary judgment of no willfulness because “[t]hroughout this litigation,
[defendant] has maintained both invalidity and non-infringement defenses to [patentee’s]
claims”); Trustees of Bos. Univ. v. Everlight Elecs. Co., 212 F. Supp. 3d 254, 258 (D. Mass.
2016) (enhanced damages improper where defendant “[formed] a good faith belief that their
products did not infringe based on their view of the proper claim construction”). As clearly
demonstrated above in §§ V(A)-(C), TASER has reasonable non-infringement defenses.
Digital is also incorrect that only “defenses developed before litigation” are relevant.
(Dkt. 337 at 78.) TASER could not have developed invalidity and non-infringement defenses to
the ’452 patent prior to this litigation because the ’452 patent did not yet exist. Further, the sole
case Digital cites in support of this incorrect (and illogical) argument is Exmark Mfg. Co. Inc. v.
Briggs & Stratton Power Prod. Grp., LLC, 879 F.3d 1332 (Fed. Cir. 2018). However, Exmark
supports TASER’s, not Digital Ally’s, argument. There, the Federal Circuit reversed the lower

10

Digital Ally also does not dispute that TASER’s invalidity defenses are reasonable.
(Digital Response to SOF ¶ 63.)
27

court, holding it was error to not consider defendant’s litigation defenses, even though those
defenses were ultimately found to be unreasonable. Id. at 1352.
Here, TASER has maintained reasonable non-infringement and invalidity defenses since
it learned of the ’452 patent.

(SOF ¶¶ 63-69.)

Because Digital does not dispute this, a

reasonable fact finder could only conclude that TASER did not act despite a known or obvious
risk of infringement. See, e.g., Dorman, 201 F. Supp. 3d at 680 (granting summary judgment of
no willful infringement where “[Defendant was aware of [the asserted patents] for less than one
month, . . . investigat[ed] [plaintiff’s] claims,” and then “maintained both invalidity and noninfringement defenses” during the litigation). Accordingly, the Court should grant TASER’s
motion for summary judgment of no willful infringement.
E.

The Facts of This Case Cannot Support Damages for “Convoyed Sales.”

Digital has invented a fiction where hundreds of TASER product SKUs would not be
successful but-for an ASU and at least two accused cameras. (Dkt. 337 at 82.) In doing so,
Digital Ally divides its alleged proof of convoyed sales into two buckets: (1) facts relating to
Evidence.com and the camera docks, and (2) facts relating to dozens upon dozens of other
unrelated and independently-developed products. Digital Ally has failed to meet its burden to
prove that it is entitled to convoyed sales for either category of products.
1.

Neither Evidence.com nor Camera Docks Meet the Convoyed Sales
Test.

Digital argues that “TASER would not realize the sales of non-patented products without
utilizing Digital’s patented auto-activation technology.” (Dkt. 337 at 82.) This is demonstrably
false.

TASER’s award-winning evidence management platform, Evidence.com, was a

commercial success long before Digital filed its patent. (SOF ¶ 16.) Customers who purchase
the accused system of cameras and ASU(s) are not required to use Evidence.com. (SOF ¶ 83.)
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Likewise, hundreds of customers have purchased Evidence.com without owning all components
of the accused system, let alone any accused cameras. (Dkt. 316 at 52; SOF ¶¶ 81-84.)
In response, Digital protests that it is irrelevant that Evidence.com existed first. But
Digital is wrong yet again. In Rite-Hite Corp. v. Kelley Co., the Federal Circuit found no
functional relationship between dock levelers and vehicle restraints, in part because the parties
“had [marketed] dock levelers long prior to developing the vehicle restraints.” 56 F.3d 1538,
1551 (Fed. Cir. 1995). Further, in reversing a damages award based on convoyed sales, RiteHite noted that the patented and unpatented devices “may have been used together” but also that
“each could effectively have been used independently of each other.” Id. Here, the evidence
shows only that stand-alone cameras and Evidence.com can be used together. Critically, these
are both unpatented products, thus the relationship between them is irrelevant. Id. at 1550 (“Our
precedent has not extended liability to include items that have essentially no functional
relationship to the patented invention” (emphasis added)).

Digital’s Evidence.com-based

convoyed sales theory should therefore never reach the jury.
Similarly, Digital’s dock-based convoyed sales theory fails because it focuses only on the
relationship between cameras and camera docks, not the patented system and camera docks. In
particular, Digital argues that the docks are essential to “allow the cameras to operate for their
intended purpose.” (Dkt. 337 at 84.) While TASER agrees that camera docks can be used with
cameras, even Digital Ally agrees stand-alone cameras do not infringe the ’452 patent. (Dkt. 337
at 59-60.) What Digital needed to prove and has not proven is that the accused system works as
a functional unit with the docks.
Thus, far worse than the facts in Rite-Hite, Digital has alleged a “functional relationship”
between only unpatented products (e.g., the accused cameras) and other unpatented products
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(e.g., Evidence.com, the docks, etc.). (See e.g., Dkt. 337 at 82 (citing evidence that “without the
cameras, Evidence.com would not have been successful as a stand-alone product” (emphasis
added).) Digital’s allegations are irrelevant and insufficient as a matter of law.
Finally, Digital argues that summary judgment is inappropriate because there are fact
disputes. But Digital Ally never explains what these are or why any such disputes alter the
undisputed findings above. To the contrary, when the facts do not establish the required
functional relationship between patented and unpatented products, unpatented products must be
excluded from the damages base as a matter of law. See, e.g., Rite-Hite, 56 F.3d at 1551
(holding “the district court erred as a matter of law in including [unpatented products] within the
compensation base” after finding the “facts do not establish the functional relationship
necessary”).

The Court should reject Digital’s attempt to apply a 20% royalty on over a

hundred-million dollars’ worth of products and services it did not invent and which do not form a
functional unit with the accused system.
2.

All Other Purported “Convoyed Sales” Should Be Excluded From the
Damages Base Because Digital Has Not Attempted to Prove the RiteHite Test is Met for These Products.

Digital misreads TASER’s remaining arguments as criticizing Ms. Davis’s use of
Assurance Plans and Officer Safety plans solely because they include CEWs. TASER’s motion
for summary judgment argues something different. Indeed, even worse than its analysis for
Evidence.com and the camera docks, Digital does not cite a single fact to prove that TASER’s
other products and service lines alleged as convoyed sales satisfy the Rite-Hite functional unit
test, despite over a third of Ms. Davis’s royalty base is dedicated to these hundreds SKUs. This is
indefensible. There is no convoyed sales case that TASER has found or that Digital Ally has
cited that support Ms. Davis’s inclusion of these products and over a hundred million dollars of
revenue to the base without relying on technical expert opinion —or any other factual evidence—
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tending to show the accused system forms a functional unit with any such product or service.
(SOF ¶¶ 85, 87.) Digital does not dispute this.
Digital’s convoyed sales evidence is insufficient as a matter of law to support including
any unpatented products in Ms. Davis’s report at Exhibit 3 and Appendix D in the royalty base.
(See also Dkt. 314, TASER’s Memorandum in Support of its Davis Daubert Motion.) For this
reason, TASER respectfully requests summary judgment that convoyed sales is inapplicable to
those products and services as well.
IV.

CONCLUSION.
For the foregoing reasons, TASER respectfully requests the Court grant its motion for

summary judgment.
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I.

STATEMENT OF UNDISPUTED FACTS.
This 72-page Appendix is only weighty because it pulls together all in one place for the

Court’s convenience (and as required by L.R. 56.1(b)(1)) the complete set of TASER’s Statement
of Facts, Digital’s Responses, and TASER’s Replies, as well as Digital’s Additional Statement of
Facts and TASER’s Reponses. Make no mistake, however, that the vast majority of these facts
are wholly uncontroverted. (See SOF ¶¶ 1-3, 4-12, 20-22, 32-37, 51, 55, 59, 61-62, 65-66, 71, 7374, 86). Another set of facts are uncontroverted as stated (and thus undisputed), but dubbed by
Digital as either irrelevant or incomplete. (See SOF ¶¶ 13, 16, 19, 23, 26-30, 38-49, 58, 67-69, 70,
75-76, 79, 80, 83-84). There simply is no dispute of any material fact necessary to grant TASER’s
motion. Based on the undisputed facts and controlling case law, TASER is entitled to summary
judgment.
A.

Uncontroverted Facts Relating to Digital Ally’s Infringement Allegations.

SOF ¶ 1.

Digital Ally asserts that TASER directly infringes claims 10, 14, 15, 16, and

20 (collectively, the “Asserted Claims”) of U.S. Patent No. 9,253,452 (“the ‘452 patent”) by
“making” an allegedly infringing system. (See Dkt. 297, at 3; Ex. A, (U.S. Patent No. 9,253,452).)
Digital Ally Response:
TASER Reply:
SOF ¶ 2.

Uncontroverted.

TASER fact 1 is undisputed.

Dr. Nettles, Digital Ally’s infringement expert, opines that TASER “makes”

an infringing system by manufacturing component parts of the Accused System. (See Ex. B, at 78
(Nettles’ Infringement Report); see also Ex. C, Nettles Depo. Tr. at 23:12-23.)
Digital Ally Response:

Uncontroverted. Further support for Dr. Nettles’ opinion is

found throughout his infringement report and Appendix A thereto.
TASER Reply:

TASER fact 2 is undisputed.
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SOF ¶ 3.

Digital Ally accuses as the alleged, infringing “system” TASER’s Axon

Signal Vehicle Unit (also referred to as the Axon Signal Unit or “ASU”) in combination with at
least one Axon body camera (Axon Body 2, Axon Flex 1, or Axon Flex 2) and at least one other
Axon body camera or Axon Fleet 1 or Axon Fleet 2 vehicle-based camera of infringing the asserted
claims of the ‘452 patent. (See Dkt. 297, at 3 (emphasis added).)
Digital Ally Response:
TASER Reply:
SOF ¶ 4.

Uncontroverted.

TASER fact 3 is undisputed.

Digital Ally never alleged in its infringement contentions that TASER

“makes” an infringing system by (1) manufacturing component parts of the Accused System or (2)
“combin[ing]” an ASU with at least one Axon body camera and at least one other Axon body
camera or Axon Fleet 1 or Axon Fleet 2 vehicle-based camera. (See generally Ex. D, at 14 of
Exhibit B (Digital Ally’s Infringement Contentions) (alleging only sale, offer to sell, and/or use of
the accused products).)
Digital Ally Response:

Controverted, but irrelevant. Digital has plead and pursued a

theory of infringement based on “making” throughout this case. When the ’452 Patent was added
in the Second Amended Complaint, Digital expressly plead direct infringement for “making”:
TASER is infringing the ’452 Patent under 35 U.S.C. § 271 by performing,
without authority, one or more of the following acts: (a) making, using, offering to
sell, and selling within the United States Axon Signal or Signal Performance Power
Magazine in combination with one or more of Axon Flex, Axon Body, and Axon
Fleet cameras that practice the inventions of the ’452 Patent
Dkt. 19, Second Amended Complaint at ¶ 77 (emphasis added). Pursuant to L.P.R. 3-1(a), Digital’s
infringement contentions pleading specifically identified the full scope of 35 U.S.C. § 271(a) as the
statutory basis for its direct infringement allegations, not limited to any particular acts of direct
infringement. See Ex. A, Infringement Contentions Pleading at 2. As L.P.R. 3-1(a) requires, this
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disclosure satisfied Digital’s obligation to identify the applicable statutory subsections being
asserted. As TASER correctly notes, however, the claim chart served with Digital’s infringement
contentions inadvertently left “making” out of the listed acts of infringement pursuant to 35 U.S.C.
271(a). But this chart, served pursuant to L.P.R. 3-1(c) serves only to identify “specifically where
each limitation of each asserted claim is found within each Accused Instrumentality,” and has no
bearing on the underlying statutory basis for Digital’s infringement claim. Accordingly, Digital’s
L.P.R. 3-1(a) disclosure governs. Regardless, TASER does not here move for any relief based on
its contention that a “making” theory was not preserved, so SOF ¶ 4 is irrelevant.
TASER Reply:

TASER fact 4 is undisputed. Digital Ally does not controvert that

“the claim chart served with Digital’s infringement contentions” left out “making” allegations of
infringement from the listed acts of infringement. Digital Ally likewise does not cite any facts that
Digital Ally ever disclosed a “manufacturing” theory of infringement in its infringement
contentions.
SOF ¶ 5.

The Accused Cameras include the Axon Body 2, Axon Flex 1, Axon Flex

2, Axon Fleet 1 and Axon Fleet 2. (See Dkt. 297, at 3.)
Digital Ally Response:
TASER Reply:
B.

Uncontroverted.

TASER fact 5 is undisputed.

Uncontroverted Facts Relating to the Asserted Patent.

SOF ¶ 6.

On February 2, 2016, the ’452 patent entitled “Computer Program, Method,

and System for Managing Multiple Data Recording Devices” was issued by the U.S. Patent and
Trademark Office. (See Dkt. 297, at 3; Ex. A, (U.S. Patent No. 9,253,452).)
Digital Ally Response:
TASER Reply:

Uncontroverted.

TASER fact 6 is undisputed.
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SOF ¶ 7.

The ’452 patent issued from U.S. Patent Application No. 13/967,151 (“the

’151 Application”). The ‘151 Application was filed on August 14, 2013. (See Dkt. 297, at 3.)
Digital Ally Response:
TASER Reply:
SOF ¶ 8.

Uncontroverted.

TASER fact 7 is undisputed.

Asserted Claim 10 of the ‘452 patent recites:

A system for recording multiple viewpoints of an event, comprising:
a first recording device configured to be mounted on or configured to be
carried by a law enforcement officer so as to record a first set of record data for
the event;
a second recording device, distinct from the first recording device, located so as
to record a second set of record data for the event, said first set of record data being
distinct from the second set of record [data]; and
a recording device manager operable to:
receive a trigger signal,
said trigger signal being at least one of activation of a law enforcement vehicle's
siren, activation of said law enforcement vehicle's signal lights, activation of said
law enforcement vehicle's spotlight, a vehicle crash event, and a vehicle speed, and
broadcast, in response to receiving the trigger signal, at least one communication
signal including correlation data to the first recording device and the second
recording device instructing the first recording device to begin recording said first
set of record data and instructing the second recording device to begin recording
said second set of record data,
wherein the first recording device stores the correlation data as metadata for the first
set of record data and the second recording device stores the correlation data as
metadata for the second set of record data, such that the first set of record data and
the second set of record data can be correlated back to the event,
wherein the first set of record data and the second set of record data are recorded
beginning substantially simultaneously in response to the broadcast communication
signal.
(See Ex. A, at claim 10 (emphasis added).)
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Digital Ally Response:
TASER Reply:
SOF ¶ 9.

Uncontroverted.

TASER fact 8 is undisputed.

Asserted Claim 14 of the ‘452 patent depends directly from Asserted Claim

10 and recites: “The system of claim 10, wherein the communication signal further instructs the
first recording device to store pre-event recording data with the first set of record data.” (See id. at
claim 14.)
Digital Ally Response:
TASER Reply:
SOF ¶ 10.

Uncontroverted.

TASER fact 9 is undisputed.

Asserted Claim 15 of the ‘452 patent depends indirectly from Asserted

Claim 10 and recites: “The system of claim 14, wherein thirty seconds of pre-event recording data
is stored.” (See id. at claim 15.)
Digital Ally Response:
TASER Reply:
SOF ¶ 11.

Uncontroverted.

TASER fact 10 is undisputed.

Asserted Claim 16 of the ‘452 patent depends directly from Asserted Claim

10 and recites: “The system of claim 10, wherein the communication signal further instructs a third
recording device to begin recording a third set of record data.” (See id. at claim 16.)
Digital Ally Response:
TASER Reply:
SOF ¶ 12.

Uncontroverted.

TASER fact 11 is undisputed.

Asserted Claim 20 of the ‘452 patent depends directly from Asserted Claim

10 and recites: “The system of claim 10, wherein the trigger signal is caused by an activation of a
law enforcement vehicle’s signal lights.” (See id. at claim 20.)
Digital Ally Response:
TASER Reply:

Uncontroverted.

TASER fact 12 is undisputed.
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SOF ¶ 13.

The specification of the ‘452 patent repeatedly states that correlation data,

including, for example, time stamp and serial number, is used to corroborate and correlate multiple
video and audio recordings. For example, the ‘452 patent described the problem that correlation
data was meant to solve:
Another problem is that in a court of law, evidence is bolstered if corroborated or
otherwise forensically verifiable, but multiple recordings may be difficult to
corroborate based solely on their content. Additionally, correlating and
organizing evidence is time consuming and increases the workload of often
understaffed law enforcement departments.
(Ex. A, at col. 1, ll. 40-46 (emphasis added).) The patent also describes correlation data as data
used to link together or otherwise associate “data recordings,” which are also referred to as
“recorded data”:
The unique serial number serves to validate the time stamp as having been
generated by a genuine and properly calibrated recording device manager 12.
Additionally, use of the unique serial number and time stamp allow video
recording software that manages the data recordings to link together or
otherwise associate data recordings having the same serial number and time
stamp. Because recorded data is captured by disparate devices, use of the
unique serial number assists in associating together the recorded data from
each device. An officer or other user reviewing the recorded data will then know
when a particular image or item of data obtained from a first recording device
occurred and be able to correlate and corroborate such with images or items of
data obtained from other recording devices.
(Ex. A, at col. 6, ll. 43-49 (emphasis added).)
Digital Ally Response:

Uncontroverted, but irrelevant. Digital does not deny that the

’452 Patent describes correlating record data to other record data (e.g., video-to-video correlation).
But the first excerpt in this SOF does not describe such a process. Rather, it generically describes
the benefits of being able to corroborate recordings for forensic purposes. Such corroboration is
not limited to linking one recording to another and this excerpt does not suggest otherwise. As for
the second excerpt, Digital admits that this is an example of the ’452 Patent describing video-to-
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video correlation. However, video-to-video correlation is not, as TASER herein contends, required
by the Asserted Claims nor can it be imported from the specification into the Asserted Claims.
TASER Reply:

TASER fact 13 is undisputed. This fact is relevant for the reasons

stated infra in Section III.C and discussed in TASER’s motion for summary judgment.
SOF ¶ 14.

Digital Ally claims that it invented automatic-activation. However, many of

its own employees, and even its infringement expert, do not agree. (See Ex. E, Andrews Depo. Tr.
at 63:3-6, 64:9-16; Ex. F, Haler Depo. Tr. at 42:2-16; Ex. G, Ken McCoy Depo. Tr. at 40:3-9; Ex.
H, Darrin McCoy Depo. Tr. at 40:25-41:1; Ex. C, Nettles Depo. Tr. at 317:3-7.)
Digital Ally Response:

Controverted, but irrelevant. Digital did invent auto

activation of body cams in response to vehicle-based triggers such as light bars and sirens, among
other features captured by the Asserted Claims. But the general feature of activating an in-car
camera inputs in response to the same triggers pre-existed the ’452 Patent, including such features
in Digital’s own in-car camera systems. Both body cam wireless activation (captured by the ’452
Patent) and prior art in-car system activation are often referred to as “automatic-activation.” But
Digital does not now contend and has not previously contended that it was the first to invent all
forms of automatic activation. Its own products dispute such a contention. TASER knows full well
that Digital does not make such broad claims in this litigation. Posed this precise question, inventor
and Digital CEO, Stan Ross, testified unambiguously as to what he invented:
Q. Do you claim to have invented auto activation?
A. The VuLink auto activation device was an idea, concept that I came up with,
absolutely.
Q. So, wireless triggering by a light bar or otherwise of a camera, you invented
that?
MR. SEITZ: Objection to form.
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A. The concept of having a device that would automatically activate say a body
camera based upon just turning on light bars or numerous other triggers, was
my concept.
Q. (By Mr. Garretson) And you claim you were the first one to come up with that?
A. To my knowledge I was.
Ex. B, Ross Trans. at 34:14-35:2 (emphasis added). To date, no evidence disputes Mr. Ross’s
understanding. TASER has not identified a single piece of prior art that teaches automatically
activating a body cam in response to light bars triggers. Regardless, this SOF is irrelevant. TASER
does not rely on the scope of what Digital claims to have invented as the basis for relief in its
motion for summary judgment.
TASER Reply:

TASER agrees that it does not rely on this fact as a basis for relief

in its motion for summary judgment. This fact was cited in support of the introduction to
TASER’s motion.
C.

Uncontroverted Facts Relating to TASER’s Early Development of the Accused
Products and Cloud Management System.

SOF ¶ 15.

TASER publicly disclosed the use of a police car light bar to wirelessly

activate body worn cameras as early as 2008—a full five years before Digital filed its ‘452 patent
application. The technology was called “TACOM” and stood for “TASER Communication
System:
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(Ex. I, at 27 (TI_00041365 at -401); see also Ex. J, at pp. 4-9 (TASER Response to Interrogatory
No. 9.)
Digital Ally Response:

Controverted, but irrelevant. Digital does not dispute that

TASER announced TACOM technology in varying levels of vague detail prior to the ’452 Patent.
But TASER did not, as this SOF implies, conceive of the inventions captured by the Asserted
Claims prior to the ’452 Patent. Nor is TASER pursuing any theory of invalidity based on its
TACOM project or any other TASER development efforts or commercial products. Instead,

As confirmed by TASER’s primary engineer responsible for the
pertinent aspects of the TACOM project, Nache Shakarri,

. Digital’s expert, Dr. Nettles, walks through many pertinent
aspects of the TACOM project, including a lengthy discussion of why TACOM is irrelevant to the
11

validity of the ’452 Patent. Ex. D, Nettles Rebuttal Rpt. at 68-77. But, for current purposes,
TACOM is irrelevant both because (1) TASER is not pursuing any theory of invalidity based on
TACOM and (2) TASER is not relying on TACOM in any substantive respect in its motion for
summary judgment.
TASER Reply:

TASER agrees that it does not rely on this fact as a basis for relief

in its motion for summary judgment. This fact was cited in support of the introduction to TASER’s
motion. Furthermore, Digital Ally does not dispute that TASER conceived of activating body
cameras based on an in-car trigger such as a light bar, and thus, this fact contradicts Digital’s
alleged rebuttal in response to SOF ¶ 14.
SOF ¶ 16.

TASER’s award-winning digital evidence management cloud-based

software solution “evidence.com” was developed, launched and commercially successful long
before Digital filed for its patent. (See Ex. K, 2009 Innovation Award (TI_000592250).)
Digital Ally Response:

Uncontroverted, but irrelevant. Digital does not dispute that

evidence.com predates the ’452 Patent nor that TASER may have received an award for
evidence.com. But the timing and success of evidence.com is wholly irrelevant to TASER’s
motion for summary judgment. Digital does not accuse evidence.com of infringing and TASER
does not contend that evidence.com invalidates any Asserted Claim.
TASER Reply:

TASER fact 16 is undisputed and its admission is critically relevant

to TASER’s motion for summary judgment on convoyed sales.
D.

Uncontroverted Facts Relating to TASER’s Manufacture of the Accused
Products.

SOF ¶ 17.

Dr. Nettles testified that the accused ASU and the Axon Body 2 camera

infringe the Asserted Claims as soon as they are manufactured and software is loaded to them at
TASER’s manufacturing facility in Scottsdale, AZ:

12

Q. And do you believe that when an Axon vehicle signal unit is manufactured that
it is infringing?
A. I think that depends on exactly what you mean by “manufacturing,” but I
certainly think at some point before it’s sold, it’s infringing.
Q. Okay. And in your report, you state that you are basing your theories of direct
infringement by TASER on manufacture of these various devices we’ve just
discussed; is that correct?
A. That’s my general understanding, but if you would point me to my – where in
my report I discuss that, I’m glad to verify that, or I can look for myself.
Q. Well, here’s my next question: You said it depends on what I mean by
“manufacturing.” I’m wondering what you meant by “manufacturing” when you
stated it in your report.
A. Well, in this case, I don’t think that they infringe until the software has been
installed, and sometimes people call manufacturing of hardware before software
engine – engineering before that manufacturing, so – but once the software has been
installed, it’s – it –it’s part of that system.
Q. Okay. So you believe that once an Axon vehicle signal unit has software loaded
to it, that is – it is an infringing device; correct?
A. Assuming it’s a software that I’ve analyzed, yes, ma’am.
Q. Okay. And when an Axon Body 2 camera is manufactured, and software is loaded
to it at the manufacturing facility, do you believe that that camera infringes?
A. Again, yes, ma’am.
(See Ex. C, Nettles Depo. Tr. at 22:12-23:23 (internal objections omitted); Ex. B, at ¶ 78 (Nettles’
Infringement Report) (citing Ex. L, TASER’s Response to Interrogatory No. 5, at p. 11).)
Digital Ally Response:

Controverted as misleading. To the extent this SOF implies

that Dr. Nettles suggested a camera in isolation infringes upon its manufacture, that is not true.
Asked that direct question, Dr. Nettles confirmed that the entire Accused System (of which a single
camera is only a part) is required for infringement:
Q. Okay. And do you believe that any of those individual components infringe
on their own?
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A. No, ma'am. I mean, this -- this is a -- a claim that -- that -- the independent
claim here requires more than one device.
Ex. E, Nettles Trans. at 19:16-20 (emphasis added). Nor was Dr. Nettles ambiguous in his
infringement report. The paragraph cited by TASER clearly establishes that infringement is based
on the entire Accused System, rather than any single device in isolation:
It is also my opinion that Taser, by making, selling, and offering to sell the Accused
System has directly infringed claims 10, 14, 15, 16, and 20 of the ‘452 Patent.
Ex. F, Nettles Opening Rpt. at ¶ 78 (emphasis added). As TASER notes in SOF ¶ 4, Dr. Nettles
clearly defined “the Accused System in this litigation [as] the Axon Signal System, which includes
an Axon Vehicle Signal Unit (also referred to as the Axon Signal Unit or ‘ASU’) in combination
with at least one Axon body camera including the Axon Body 2, Axon Flex 1, or Axon Flex 2, in
addition to at least one other Axon body camera or Axon Fleet 1 or Axon Fleet 21 camera.” Id. at
¶ 75. Accordingly, SOF ¶ 17 is highly misleading in its implication that Dr. Nettles testified a
single device or combination of device less than the full Accused System infringe any Asserted
Claim in isolation. However, relevant to TASER’s motion, Digital does not dispute that each
Accused Product is capable of infringing as part of an Accused System when TASER performs
the final assembly and/or software update in Scottsdale, AZ.
TASER Reply:

TASER fact 17 is undisputed. Digital Ally does not controvert the

accuracy of the testimony cited in SOF ¶ 17. Digital’s additional statements concerning inferences
it would or would not like the Court to draw from this undisputed fact are irrelevant and improper.
In addition, to be clear, the “Axon Signal System” is not an actual product or system that
TASER makes, sells, or offers for sale. Digital Ally and Dr. Nettles never cited any record
evidence to suggest these statements were true. TASER likewise does not market an “Axon Signal
System.” This is terminology that Dr. Nettles invented for purposes of his infringement report.
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Dr. Nettles’ infringement report is silent on which individual, manufactured Axon Body 2, Axon
Fleet 1 or 2, Axon Flex 1 or 2, and ASU components allegedly infringe the asserted patents, and
Digital Ally’s counter-evidence does not suggest otherwise.
SOF ¶ 18.

Dr. Nettles opined that “combining” an Accused Camera to form the alleged

Accused System is the same as manufacturing the components of the alleged Accused System:
Q. If an Axon Body 2 camera is never combined or in the presence of an ASU, do
you believe that that Axon Body 2 camera infringes the claims of the ‘452 patent?
A. Well, my understanding is that TASER is manufacturing and loading software
into these things, and that – so TASER has all these components, so I think they’re
all infringing.
Q. So regardless of whether an Axon Body 2 is ever combined in any manner with
an ASU, you believe that the Axon Body 2 infringes?
A. Well, I mean, the apparatus exists at TASER because they have all of these –
they have these cameras and ASUs, and those are – are the relevant apparatus. I –
I – they’re combined at TASER. I don’t understand what you mean by “combined”
except for that.
Q. What do you mean, “they’re combined at TASER”?
A. I mean TASER manufactures all of these devices and ships them, so it’s
manufacturing and shipping all the components of the – of the system. So to the
extent that there’s any – I mean, I don’t really understand that they all have to be
physically present all at the same place combined or at a police station or something
combined. I think the fact that TASER creates all of these components and sells all
of them is evidence of infringement.
(See Ex. C, Nettles Depo. Tr. at 24:10-26:1 (internal objections omitted).)
Digital Ally Response:

Controverted. Dr. Nettles testified that the Accused Products

are infringing at the point of manufacture because they are then finished products, designed to
work together in an infringing manner, and fully capable of performing every function required by
the Asserted Claims. For example, Appendix A to Dr. Nettles’ report provides every relevant detail
regarding how the Accused Products function and how those functionalities satisfy the limitations
in the Asserted Claims. Referencing this detailed analysis, Dr. Nettles explained that “Taser, by
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making . . . the Accused System has directly infringed” because the Accused System is ready to
be used by police precincts upon final assembly and programming by TASER and that “each
feature and functionality described in Appendix A is consistent with the normal operation of the
products as designed and recommended for use by Taser in its user manuals, installation guides,
quick start guides, and other customer-facing publications describing the Accused Products.” Ex.
F, Nettles Opening Rpt. at 25-29. Dr. Nettles did not testify that combining the Accused Devices
to form an Accused System “is the same as manufacturing” the individual component, whatever
that paraphrasing is intended to mean. Rather, Dr. Nettles was attempting in the cited testimony
and elsewhere to explain, despite confused questioning, that Digital’s direct infringement theory
based on manufacturing did not also require a showing that specific devices are deployed in the
field in specific ways. Ex. E, Nettles Trans. at 24:22-26:1 (noting that “TASER manufactures all
of these devices and ships them, so it's manufacturing and shipping all the components of the -- of
the system” and “the fact that TASER creates all of these components and sells all of them is
evidence of infringement”); 21:24-25:11 (“it's an apparatus claim . . . there's nothing about my
opinion that has to do with performing steps”).
TASER Reply:

TASER fact 18 is undisputed. Digital Ally does not dispute the

accuracy of the testimony recited in SOF ¶ 18. Digital’s additional statements concerning
inferences it would or would not like the Court to draw from this undisputed fact are irrelevant and
improper. In addition, to be clear, Dr. Nettles’ infringement report is silent on which individual,
manufactured Axon Body 2, Axon Fleet 1 or 2, Axon Flex 1 or 2, and ASU components allegedly
infringe the asserted patents, and Digital Ally’s counter-evidence does not suggest otherwise.
SOF ¶ 19.

Dr. Nettles admits that he did not quantitate how many Axon Body 2

cameras he believes infringe the Asserted Claims:
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Q. Have you accused all Axon Body 2 cameras that TASER sells or has
manufactured?
A. I don’t – I – I don’t remember – I don’t specifically remember – I don’t
specifically remember trying to establish actually the – the overall individual
devices. That’s something that would normally be done by the damages analysis
rather than by my analysis, and I don’t – looking here briefly, I don’t – I don’t see
anything else that’s quantitated in the way that you’re asking.
Q. Okay. So which Axon Body 2 cameras do you accuse of infringement?
A. I mean, I accuse it in general, and again, I – my understanding would be
depending on the damages model, the damages person would establish exactly what
the specific instances were – were. I don’t remember establishing any specific
instances. I established a general understanding of how the various devices work,
so I accused them all in a general, so I guess in that sense, perhaps, I’m accusing
all of them.
(See Ex. C, Nettles Depo. Tr. at 23:24-24:21 (internal objections omitted).)
Digital Ally Response:

Uncontroverted, but irrelevant. Dr. Nettles performed the

qualitative infringement analysis, explaining what the Accused System is, how it functions, and
how it infringes. Digital’s damages expert, Julie Davis, performed the quantitative assessment.
Regarding TASER’s demand that Dr. Nettles identify specific instances of infringement, rather
than the technical infringement analysis with which he was tasked, Dr. Nettles explained that
Digital’s damages expert performed this quantitative analysis:
Q. [] So every Body 2 camera that TASER has manufactured you believe infringes
this system claim?
...
A. I mean, I haven't tried to establish -- again, we talked about this. This is a really,
as I understand it, primarily a damages question.
Ex. E, Nettles Trans. at 63:20-64:3 (emphasis added). As suggested by Dr. Nettles, Digital’s
damages expert, Julie Davis, did in fact perform the quantitative analysis that TASER was so intent
on having Dr. Nettles discuss. Ms. Davis explained precisely how she performed this quantitative
damages analysis as follows:
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The royalty base is calculated beginning on February 2, 2016, the issue date of the
patent-in-suit, and extends through August 17, 2018 (the date through which
accused product sales data is available from TASER) and only includes sales made
to TASER customers that purchased an ASU and more than one Signal-enabled
camera in the relevant time period.
Ex. G, Davis Opening Rpt. at 17-18 (footnotes removed). And Ms. Davis’s report provides
summary numbers that resulted from this quantitative analysis as well as appendices, detailing the
specific data considered. See, e.g., id. at Exs. 3-5.
TASER Reply:

TASER fact 19 is undisputed. Dr. Nettles’ testimony is relevant for

the reasons mentioned infra and in TASER’s motion for summary judgment.
SOF ¶ 20.

Digital Ally originally alleged that TASER indirectly infringed the Asserted

Claims of the ‘452 patent under 35 U.S.C. § 271(c). (See Ex. M, at 4-5 (Digital Ally’s Infringement
Contentions).)
Digital Ally Response:

Uncontroverted. Digital originally accused TASER of

infringing both directly and indirectly. For a number of reasons, including to avoid burdening
police precincts with unnecessary discovery, Digital decided to pursue only a direct infringement
theory.
TASER Reply:
SOF ¶ 21.

TASER fact 20 is undisputed.

Digital Ally has since dropped its indirect infringement claims

against TASER. (See id. at 3-5; Ex. C, Nettles Depo. Tr. at 21:11-14; Ex. B, at 8 (Nettles’
Infringement Report) (“I understand that Digital Ally is not pursuing a theory of indirect
infringement in this case.”); Dkt. 297, at 3 (asserting only claims of direct infringement under 35
U.S.C. § 271(a)).)
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Digital Ally Response:

Uncontroverted. Digital originally accused TASER of

infringing both directly and indirectly. For a number of reasons, including to avoid burdening
police precincts with unnecessary discovery, Digital decided to pursue only a direct infringement
theory.
TASER Reply:
E.

TASER fact 21 is undisputed.

Uncontroverted Facts Relating to “locat[ing]” the Accused Cameras “so as to
record the event”.

SOF ¶ 22.

Dr. Nettles testified that the “event” described in Asserted Claim 10 is

something that is happening “in the real world.” (See Ex. C, Nettles Depo. Tr. at 202:16-203:8,
207:7-207:23.)
Digital Ally Response:

Uncontroverted. Dr. Nettles testified that something

happening in the world that is recorded by multiple recording devices qualifies as an “event” within
the meaning of the Asserted Claims.
TASER Reply:
SOF ¶ 23.

TASER fact 22 is undisputed.

Digital Ally has not alleged that TASER “locate[d]” any Accused Cameras

so as to record “the event” recited in Asserted Claim 10. (See generally Ex. D, at 14-22 of Exhibit
B (Digital Ally’s Infringement Contentions).)
Digital Ally Response:

Uncontroverted, but irrelevant. The Asserted Claims are

system claims and, accordingly, do not require an act of “locating” in order to infringe. Considering
the complete limitation, rather than isolating the word “located” as TASER does, the Asserted
Claims require two recording devices that capture distinct data, regardless of the specific
“location” of either camera. The following language from Claim 10 illustrates this point:
a first recording device configured to be mounted on or configured to be carried
by a law enforcement officer so as to record a first set of record data for the
event;
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a second recording device, distinct from the first recording device, located so as
to record a second set of record data for the event, said first set of record data
being distinct from the second set of record
Ex. H, ’452 Patent at Claim 10 (emphasis added). This concept was added during prosecution of
the ’452 Patent to distinguish the Takayama prior art reference, which captured video from a single
camera, but saved that video to two distinct storage mediums. Ex. I, ’452 Patent File History,
Response to Non-Final Office Action dated January 14, 2015 at 10-11 (noting that then-pending
claims 1 and 19 were amended to require “the second recording device is distinct from the first
recording device and records the event from a different vantage point,” that “Takayama does not
teach this claim limitation,” and that claim 21—which issued as now-asserted claim 10—“recites
a similar limitation and is allowable for the same reason”). Accordingly, the “located so as to
record a second set of record data” limitation requires only that the “second recording device”
captures record data (e.g., video) that is distinct from the record data captured by the “first
recording device,” rather than an act of physically locating the second recording device in a
particular place.
TASER Reply:

TASER fact 23 is undisputed.

Digital’s additional statements

concerning inferences it would or would not like the Court to draw from this undisputed fact are
irrelevant and improper.
SOF ¶ 24.

During deposition, Dr. Nettles opined that TASER manufactures Accused

Cameras that have the “capability” to be located to record an event:
I believe that the system we’re talking about is capable of being located so as to
record a second set of record data for the event, so it’s the capability of being
located that way that’s important. So the reason that these cameras are capable
of recording independent events is because they’re separate cameras. They’re
capably [sic] of putting – put in separate places. If they were joined together, they
wouldn’t have that capability, but since they’re separate cameras, they have the
capability of capturing two points of view.
(See Ex. C, Nettles Depo. Tr. at 60:6-20 (emphasis added).)
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Digital Ally Response:

Controverted as incomplete. Dr. Nettles did correctly testify

that the accused cameras are capable of satisfying all limitations of the Asserted Claims, but he
also made clear that the accused cameras satisfy this particular limitation at the point of
manufacture because they are distinct camera devices that will always capture distinct record data
from one another. See Ex. F, Nettles Opening Rpt., at App. A, 65-67. Dr. Nettles confirmed this
position in the following testimony that TASER left out of SOF ¶ 24:
Q. Okay. And do you believe that at the point of manufacture, the accused cameras
are located so as to record a second set of record data for the event as claimed?
A. Yes, ma'am. If they're two different cameras, then they're in different
places, and if they were recording, they would record different things –
...
A. -- and they're definitely capable of recording from different points of view once
they're manufactured.
Ex. E, Nettles Trans. at 59:20-60:5 (emphasis added).
TASER Reply:

TASER fact 24 is undisputed. Digital Ally does not controvert the

accuracy of the testimony cited in SOF ¶ 24. Digital’s additional statements concerning inferences
it would or would not like the Court to draw from this undisputed fact are irrelevant and improper.
SOF ¶ 25.

Dr. Nettles has never opined that TASER, itself, locates the Accused

Cameras to record an event. For example, Dr. Nettles was asked, “And do you believe that TASER
has located any of what you accused as the second recording device to capture the event as claimed
here in Claim 10?” (See Ex. C, Nettles Depo. Tr. at 60:21-24.) Dr. Nettles replied:
Well, again, I believe it’s -- that the cameras are inherently capable of being
located in such a manner. And furthermore, because of our previous discussion,
I'm sure that TASER has tested these systems, and so therefore, they have actually
used multiple cameras to capture multiple events. But that's not part of my
infringement contentions because my infringement contentions all have to do
with the capability, and once you have two cameras, then you have two things that
are capable of capturing different views of an event.
(See Ex. C, Nettles Depo. Tr. at 61:1-11 (emphasis added).)
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Digital Ally Response:

Controverted, but irrelevant. Contrary to TASER’s

allegation, in this exact excerpt, Dr. Nettles testified that “TASER has tested these systems, and
so therefore, they have actually used multiple cameras to capture multiple events.” As noted above
and discussed at length herein, however, the Asserted Claims do not require a physical act of
locating any camera to infringe. Rather, they require two distinct cameras that capture distinct
video. Because TASER manufactures the accused cameras that will always capture distinct video
regardless of where or how they are deployed, infringement occurs at the point of manufacture,
and Dr. Nettles need not identify any specific act of “locating” on the part of TASER to
demonstrate infringement.
TASER Reply:

TASER fact 25 is undisputed. Digital Ally does not controvert the

accuracy of the testimony cited in SOF ¶ 25. Digital’s additional statements concerning inferences
it would or would not like the Court to draw from this undisputed fact are irrelevant and improper.
Furthermore, Digital Ally has no proof that TASER has ever tested any accused device
during the period of infringement or that TASER tested such devices in a configuration required
by any asserted claim. Dr. Nettles’ testimony is nothing but unsubstantiated speculation.
SOF ¶ 26.

Similarly, when asked, “Do you disagree that this claim requires that the

second recording device actually be located so as to record a second set of record data for the
event,” Dr. Nettles replied:
It’s an apparatus claim, and all the apparatus claim requires is the capability of it.
It doesn’t require the actual doing of it. So no, it doesn’t have to be actually
located because it's an apparatus claim. It has to be capable of being located, and
again, the reason that the second camera is capable of having a different viewpoint
from the first camera is it's a separate camera; right? It’s -(See Ex. C, Nettles Depo. Tr. at 61:12-25.)
Digital Ally Response:

Uncontroverted, but irrelevant. As discussed in response to

SOF ¶ 25, the Asserted Claims do not require a physical act of locating any camera to infringe.
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Rather, they require two distinct cameras that capture distinct video. Because TASER
manufactures the accused cameras that will always capture distinct video regardless of where or
how they are deployed, infringement occurs at the point of manufacture, and Dr. Nettles need not
identify any specific act of “locating” on the part of TASER to demonstrate infringement.
TASER Reply:

TASER fact 26 is undisputed. Digital Ally does not controvert the

accuracy of the testimony cited in SOF ¶ 26. Digital’s additional statements concerning inferences
it would or would not like the Court to draw from this undisputed fact are irrelevant and improper.
F.

Uncontroverted Facts Relating to Non-Infringing Uses of the Accused
Products.

SOF ¶ 27.

The Accused Cameras are capable of recording in response to a manual

button press. (See Ex. N, at 4-7 (Exhibit A to TASER’s Supplemental Response to Interrogatory
No. 3); Ex. V, at 13-14 (TASER’s Second Supplemental Objections and Answers to Digital Ally’s
Fourth Set of Interrogatories).)
Digital Ally Response:

Uncontroverted, but irrelevant. Digital is exclusively

pursuing a theory of direct infringement. This SOF is included to support TASER’s straw man
argument that Digital is not and allegedly could not pursue a theory of indirect infringement.
Digital disagrees that there is no viable theory of indirect infringement, but the Court need not
expend resources on this argument because Digital is not pursuing such a theory in this case.
TASER Reply:

TASER fact 27 is undisputed. The relevance of this fact is discussed

infra and in TASER’s motion for summary judgment.
SOF ¶ 28.

The Accused Cameras are capable of recording after receiving a signal from

a TASER SPPM, the battery pack that powers TASER’s Conducted Electrical Weapons
(“CEWs”). (See Ex. N, at 4-7 (Exhibit A to TASER’s Supplemental Response to Interrogatory
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No. 3; Ex. V, at 14 (TASER’s Second Supplemental Objections and Answers to Digital Ally’s
Fourth Set of Interrogatories).)
Digital Ally Response:

Uncontroverted, but irrelevant. Digital is exclusively

pursuing a theory of direct infringement. This SOF is included to support TASER’s straw man
argument that Digital is not and allegedly could not pursue a theory of indirect infringement.
Digital disagrees that there is no viable theory of indirect infringement, but the Court need not
expend resources on this argument because Digital is not pursuing such a theory in this case.
TASER Reply:

TASER fact 28 is undisputed. The relevance of this fact is discussed

infra and in TASER’s motion for summary judgment.
SOF ¶ 29.

The Accused Cameras are capable of recording after receiving a trigger

from a TASER holster device, the Axon Signal Sidearm. (See Ex. N, at 4-7 (Exhibit A to TASER’s
Supplemental Response to Interrogatory No. 3); Ex. V, at 13-14 (TASER’s Second Supplemental
Objections and Answers to Digital Ally’s Fourth Set of Interrogatories).)
Digital Ally Response:

Uncontroverted, but irrelevant. Digital is exclusively

pursuing a theory of direct infringement. This SOF is included to support TASER’s straw man
argument that Digital is not and allegedly could not pursue a theory of indirect infringement.
Digital disagrees that there is no viable theory of indirect infringement, but the Court need not
expend resources on this argument because Digital is not pursuing such a theory in this case.
TASER Reply:

TASER fact 29 is undisputed. The relevance of this fact is discussed

infra and in TASER’s motion for summary judgment.
SOF ¶ 30.

The ASU can be configured to work with (1) only in-car cameras, or (2)

less than two cameras. (See Ex. N, at 4-7 (Exhibit A to TASER’s Supplemental Response to
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Interrogatory No. 3); Ex. V, at 13-15 (TASER’s Second Supplemental Objections and Answers to
Digital Ally’s Fourth Set of Interrogatories).)
Digital Ally Response:

Uncontroverted, but irrelevant. Digital is exclusively

pursuing a theory of direct infringement. This SOF is included to support TASER’s straw man
argument that Digital is not and allegedly could not pursue a theory of indirect infringement.
Digital disagrees that there is no viable theory of indirect infringement, but the Court need not
expend resources on this argument because Digital is not pursuing such a theory in this case.
TASER Reply:

TASER fact 30 is undisputed. The relevance of this fact is discussed

infra and in TASER’s motion for summary judgment.
G.

Uncontroverted Facts Relating to the Operation of the Accused Products.

SOF ¶ 31.

The ASU is a free-standing component that can be mounted in a vehicle.

(See Ex. N, at 3-4 (Exhibit A to TASER’s Supplemental Response to Interrogatory No. 3
(describing the operation of the ASU v2).)
Digital Ally Response:

Uncontroverted for the proposition, but disputed as to

phraseology. Digital agrees that the ASU is a component that must be mounted in a vehicle to
function.
TASER Reply:

TASER fact 31 is undisputed. Further, Digital is incorrect that the

ASU must be mounted in a vehicle to function. The ASU can
including when it is not installed in a car. (Id.;
SOF ¶ 32.)
SOF ¶ 32.

The ASU includes a microprocessor with eight General Purpose

Input/Outputs (“GPIO”), each of which can detect an output signal of an in-car sensor that is
connected to the GPIO port on the microprocessor. (Id.)
Digital Ally Response:

Uncontroverted.
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TASER Reply:
SOF ¶ 33.

TASER fact 32 is undisputed.

The ASU includes a Bluetooth Low Energy (“BLE”) module that can

wirelessly communicate with other devices, including the Accused Cameras, in accordance with
the BLE communications protocol. (Id.)
Digital Ally Response:
TASER Reply:
SOF ¶ 34.

Uncontroverted.

TASER fact 33 is undisputed.

Each time
, which

includes the following information:

Digital Ally Response:
TASER Reply:

Uncontroverted.

TASER fact 34 is undisputed.

SOF ¶ 35.

Digital Ally Response:
TASER Reply:

Uncontroverted.

TASER fact 35 is undisputed.
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SOF ¶ 36.

Digital Ally accuses the
as being “correlation data,” as

recited in claim 10 of the ‘452 patent. (See Ex. B, at Appendix A, 70 n.4 (Nettles’ Infringement
Report) (“As discussed in detail throughout this report, it is my opinion that

Digital Ally Response:
TASER Reply:
SOF ¶ 37.

Uncontroverted.

TASER fact 36 is undisputed.

In support of his infringement opinions, Dr. Nettles opines that “record

data” is “audio and video for an event.” (See Ex. B, at Appendix A, ¶ 104 (Nettles’ Infringement
Report); see also Ex. C, Nettles Depo. Tr. at 98:19-99:14 (emphasis added).)
Digital Ally Response:

Uncontroverted. For purposes of his infringement analysis

in this case, though not as a broader statement on the universe of “record data” types, Dr. Nettles
opined that the claimed “record data” is audio and video in TASER’s system.
TASER Reply:
SOF ¶ 38.

TASER fact 37 is undisputed.

Dr. Nettles agrees that an

cannot be used to link together

recordings from two accused camera devices for a particular event. (See Ex. C, Nettles Depo. Tr.
at 125:2-8.)
Digital Ally Response:

Uncontroverted, but irrelevant. The Asserted Claims do not

require video-to-video correlation, but instead address only video-to-event correlation.
Accordingly, that the accused correlation data is not used to correlate videos from different accused
cameras is irrelevant to the infringement in this case.
TASER Reply:

TASER fact 38 is undisputed. The relevance of this fact is discussed

infra and in TASER’s motion for summary judgment. Digital’s additional statements concerning
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inferences it would or would not like the Court to draw from this undisputed fact are irrelevant and
improper.
SOF ¶ 39.

Dr. Nettles agrees that the

cannot be used to link together

recordings from two accused camera devices for a particular event. (See Ex. C, Nettles Depo. Tr.
at 125:9-16.)
Digital Ally Response:

Uncontroverted, but irrelevant. The Asserted Claims do not

require video-to-video correlation, but instead address only video-to-event correlation.
Accordingly, that the accused correlation data is not used to correlate videos from different accused
cameras is irrelevant to the infringement in this case.
TASER Reply:

TASER fact 39 is undisputed. The relevance of this fact is discussed

infra and in TASER’s motion for summary judgment. Digital’s additional statements concerning
inferences it would or would not like the Court to draw from this undisputed fact are irrelevant and
improper.
SOF ¶ 40.

Dr. Nettles agrees that

cannot be used to link together

recordings from two accused camera devices for a particular event. (See Ex. C, Nettles Depo. Tr.
at 125:17-22.)
Digital Ally Response:

Uncontroverted, but irrelevant. The Asserted Claims do not

require video-to-video correlation, but instead address only video-to-event correlation.
Accordingly, that the accused correlation data is not used to correlate videos from different accused
cameras is irrelevant to the infringement in this case.
TASER Reply:

TASER fact 40 is undisputed. The relevance of this fact is discussed

infra and in TASER’s motion for summary judgment. Digital’s additional statements concerning

28

inferences it would or would not like the Court to draw from this undisputed fact are irrelevant and
improper.
SOF ¶ 41.

Dr. Nettles agrees that

cannot be used to link together

recordings from two accused camera devices for a particular event. (See Ex. C, Nettles Depo. Tr.
at 125:23-126:3.)
Digital Ally Response:

Uncontroverted, but irrelevant. The Asserted Claims do not

require video-to-video correlation, but instead address only video-to-event correlation.
Accordingly, that the accused correlation data is not used to correlate videos from different accused
cameras is irrelevant to the infringement in this case.
TASER Reply:

TASER fact 41 is undisputed. The relevance of this fact is discussed

infra and in TASER’s motion for summary judgment. Digital’s additional statements concerning
inferences it would or would not like the Court to draw from this undisputed fact are irrelevant and
improper.
SOF ¶ 42.

Dr. Nettles agrees that an

cannot be used to associate

recordings from two accused camera devices for a particular event. (See Ex. C, Nettles Depo. Tr.at
126:21-127:3.)
Digital Ally Response:

Uncontroverted, but irrelevant. The Asserted Claims do not

require video-to-video correlation, but instead address only video-to-event correlation.
Accordingly, that the accused correlation data is not used to correlate videos from different accused
cameras is irrelevant to the infringement in this case.
TASER Reply:

TASER fact 42 is undisputed. The relevance of this fact is discussed

infra and in TASER’s motion for summary judgment. Digital’s additional statements concerning
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inferences it would or would not like the Court to draw from this undisputed fact are irrelevant and
improper.
SOF ¶ 43.

Dr. Nettles agrees that the

cannot be used to associate recordings

from two accused camera devices for a particular event. (See Ex. C, Nettles Depo. Tr. at 127:48.)
Digital Ally Response:

Uncontroverted, but irrelevant. The Asserted Claims do not

require video-to-video correlation, but instead address only video-to-event correlation.
Accordingly, that the accused correlation data is not used to correlate videos from different accused
cameras is irrelevant to the infringement in this case.
TASER Reply:

TASER fact 43 is undisputed. The relevance of this fact is discussed

infra and in TASER’s motion for summary judgment. Digital’s additional statements concerning
inferences it would or would not like the Court to draw from this undisputed fact are irrelevant and
improper.
SOF ¶ 44.

Dr. Nettles agrees that

cannot be used to associate recordings

from two accused camera devices for a particular event. (See Ex. C, Nettles Depo. Tr. at 127:9128:22, 341:23-342:15, 342:19-21 (agreeing

cannot be used to locate recordings for a

particular event).)
Digital Ally Response:

Uncontroverted, but irrelevant. The Asserted Claims do not

require video-to-video correlation, but instead address only video-to-event correlation.
Accordingly, that the accused correlation data is not used to correlate videos from different accused
cameras is irrelevant to the infringement in this case.
TASER Reply:

TASER fact 44 is undisputed. The relevance of this fact is discussed

infra and in TASER’s motion for summary judgment. Digital’s additional statements concerning
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inferences it would or would not like the Court to draw from this undisputed fact are irrelevant and
improper.
SOF ¶ 45.

Dr. Nettles agrees that

cannot be used to associate recordings

from two accused camera devices for a particular event. (See Ex. C, Nettles Depo. Tr. at 127:9129:10, 341:23-342:18 (agreeing

cannot be used to locate recordings for a particular

event).)
Digital Ally Response:

Uncontroverted, but irrelevant. The Asserted Claims do not

require video-to-video correlation, but instead address only video-to-event correlation.
Accordingly, that the accused correlation data is not used to correlate videos from different accused
cameras is irrelevant to the infringement in this case.
TASER Reply:

TASER fact 45 is undisputed. The relevance of this fact is discussed

infra and in TASER’s motion for summary judgment. Digital’s additional statements concerning
inferences it would or would not like the Court to draw from this undisputed fact are irrelevant and
improper.
SOF ¶ 46.

In sum, Dr. Nettles agrees that the alleged “correlation data” cannot be used

to correlate recordings from different devices:
Q. And just to clarify, you agree that the four pieces of data that you claim are
correlation data in the accused system cannot be used to correlate recordings from
different devices; is that correct?
A. Do you mean in general or in the accused system?
Q. In the accused system.
A. To correlate between different cameras, that’s correct.
(Ex. C, Nettles Depo. Tr. at 277:8-17.)
Digital Ally Response:

Uncontroverted, but irrelevant. The Asserted Claims do not

require video-to-video correlation, but instead address only video-to-event correlation.
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Accordingly, that the accused correlation data is not used to correlate videos from different accused
cameras is irrelevant to the infringement in this case.
TASER Reply:

TASER fact 46 is undisputed. The relevance of this fact is discussed

infra and in TASER’s motion for summary judgment. Digital’s additional statements concerning
inferences it would or would not like the Court to draw from this undisputed fact are irrelevant and
improper.
SOF ¶ 47.

Dr. Nettles agrees that two recordings from the same event can only be

linked together using a TASER technology called “Slate,” which is not accused in this case and
which Dr. Nettles has not evaluated. (See Ex. C, Nettles Depo. Tr. at 339:23-340:11.)
Digital Ally Response:

Uncontroverted, but irrelevant. The Asserted Claims do not

require video-to-video correlation, but instead address only video-to-event correlation.
Accordingly, that the accused correlation data is not used to correlate videos from different accused
cameras is irrelevant to the infringement in this case.
TASER Reply:

TASER fact 47 is undisputed. The relevance of this fact is discussed

in TASER’s motion for summary judgment. Digital’s additional statements concerning inferences
it would or would not like the Court to draw from this undisputed fact are irrelevant and improper.
SOF ¶ 48.

TASER separately developed its Slate technology to identify recordings

from the same event. (See Ex. C, Nettles Depo. Tr. at 339:23-340:16.)
Digital Ally Response:

Uncontroverted, but irrelevant. The Asserted Claims do not

require video-to-video correlation, but instead address only video-to-event correlation.
Accordingly, that Slate, and not the accused correlation data, is used in the Accused System to
correlate videos from different accused cameras is irrelevant to the infringement in this case.
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TASER Reply:

TASER fact 48 is undisputed. The relevance of this fact is discussed

in TASER’s its motion for summary judgment.

Digital’s additional statements concerning

inferences it would or would not like the Court to draw from this undisputed fact are irrelevant and
improper.
SOF ¶ 49.

The Slate system is a system of non-connectable, non-scannable BLE

advertisement beacons referred to as Slate Beacons to align video and audio tracks from multiple
Body 2, Flex 2, and Fleet cameras. Slate Beacons are transmitted and received when a Body 2,
Flex 2, or Fleet camera is buffering. Slate Beacons are transmitted, received, and stored when an
Body 2, Flex 2, or Fleet camera is recording. Slate Beacons are only transmitted and received
between cameras (and no other Axon Signal devices). (See Ex. N, at 8 (Exhibit A to TASER’s
Supplemental Response to Interrogatory No. 3).)
Digital Ally Response:

Uncontroverted, but irrelevant. The Asserted Claims do not

require video-to-video correlation, but instead address only video-to-event correlation.
Accordingly, that Slate, and not the accused correlation data, is used in the Accused System to
correlate videos from different accused cameras is irrelevant to the infringement in this case.
TASER Reply:

TASER fact 49 is undisputed. The relevance of this fact is discussed

in TASER’s motion for summary judgment. Digital’s additional statements concerning inferences
it would or would not like the Court to draw from this undisputed fact are irrelevant and improper.
SOF ¶ 50.

Slate works independently from the ASU and is entirely functional whether

or not any ASU is present. (See Ex. N, at 9 (Exhibit A to TASER’s Supplemental Response to
Interrogatory No. 3).)
Digital Ally Response:

Controverted, but irrelevant. The Asserted Claims do not

require video-to-video correlation, but instead address only video-to-event correlation.
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Accordingly, that Slate, and not the accused correlation data, is used in the Accused System to
correlate videos from different accused cameras is irrelevant to the infringement in this case.
TASER Reply:

TASER fact 50 is undisputed. The relevance of this fact is discussed

in TASER’s motion for summary judgment. Digital’s additional statements concerning inferences
it would or would not like the Court to draw from this undisputed fact are irrelevant and improper.
SOF ¶ 51.

The claim construction for “correlation data” is “data, including but not

limited to serial number and timestamp, used to link together or otherwise associate record
data.” (Dkt. 162, at 2 (emphasis added).)
Digital Ally Response:

Uncontroverted. Both parties agreed to supplant the full

quoted phrase for “correlation data” in the Asserted Claims. However, the parties disagree as to
whether this phrase imports an otherwise unclaimed correlating act into the Asserted Claims—
that a first record data be linked together or associated with a second record data. The Asserted
Claims are clear that (1) correlation data is broadcast to the recording devices, (2) that data is stored
as metadata, and (3) it is used to correlate the recordings back to the event:
broadcast, in response to receiving the trigger signal, at least one communication
signal including correlation data to the first recording device and the second
recording device instructing the first recording device to begin recording said first
set of record data and instructing the second recording device to begin recording
said second set of record data,
wherein the first recording device stores the correlation data as metadata for the
first set of record data and the second recording device stores the correlation data
as metadata for the second set of record data, such that the first set of record data
and the second set of record data can be correlated back to the event,
Ex. H, ’452 Patent at Claim 10 (emphasis added). There is no requirement, express or implied, that
a first set of record data (e.g., video) is correlated to a second set of record data (referred to herein as
video-to-video correlation). Attempting to import such a video-to-video correlation requirement into
the claims, TASER misinterprets the parties’ agreed construction of “correlation data.” The parties
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agreed that “correlation data” is “data, including but not limited to a unique serial number and time
stamp, used to link together or otherwise associate record data.” This agreed construction did not
convert a thing into an act, as TASER insists. Rather, this construction describes the type of data
within the scope of “correlation data” by telling us how “correlation data” is to be used. Namely,
correlation data is data used to link together or otherwise associate record data. But the construction
of “correlation data” doesn’t answer this key question: What is the record data linked together or
otherwise associated with? The answer is express in the next limitation of Claim 10. Namely, the
correlation data, stored as metadata, is used such that the record data “can be correlated back to
the event.” In sum, Claim 10 does not require correlating two videos (i.e., record data to other
record data). Rather, correlating record data back to the event is the exclusive act of correlating
required by Claim 10, and nothing in the parties’ agreed constructions changes that fact.
TASER Reply:

TASER fact 51 is undisputed.

Digital’s additional statements

concerning inferences it would or would not like the Court to draw from this undisputed fact are
irrelevant and improper.
SOF ¶ 52.

Dr. Nettles does not describe in his infringement report how
satisfy the claim construction for

“correlation data.” (See Ex. B, at Appendix A, ¶¶ 117-119 (Nettles’ Infringement Report).)
Digital Ally Response:

Controverted. Dr. Nettles does describe in his infringement

report how these pieces of data satisfy the claim construction for “correlation data.” Ex. F, Nettles
Opening Rpt. at App. A, 73-78. TASER simply disagrees with the agreed construction of
“correlation data” and its true argument is that Dr. Nettles failed to adopt and apply TASER’s
interpretation. As discussed in the body of this Opposition, this is just a claim construction dispute

35

and not a failure of Dr. Nettles to map the Accused System to each limitation in the Asserted
Claims.
TASER Reply:

TASER fact 52 is undisputed.

The portion of Dr. Nettles’

infringement report that Digital Ally cites herein relates to his opinions of infringement for a
different limitation than the “correlation data” limitation raised in TASER’s motion. Digital’s
additional statements concerning inferences it would or would not like the Court to draw from this
undisputed fact are irrelevant and improper.
SOF ¶ 53.

During his deposition, Dr. Nettles offered two different and conflicting

interpretations for how the accused products satisfy the “correlation data” limitation of the claims.
In one instance, he stated that correlation data is data that is associated “with” video:
Q. What do you believe it means to link together record data?
A. Well, we’re linking the meta-information that we have and the -- to the
video that we’re creating.
Q. I didn't hear what you said. You said you're linking –
A. Well, so -- so it says -- it says used to link together or otherwise associate record
data, so in this case, what it is is it’s associating this information as well as the
serial num -- as well as the
with the video that you’re
currently recording. That meets this definition.
(See Ex. C, Nettles Depo. Tr. at 95:1-13 (emphasis added) (internal objections omitted).)
Q. So if you link together record data, what does that mean to you?
A. Well, what I’m saying here is what you’re actually is you’re associating
things with the record data. It’s the other part of the construction.
Q. Okay. And what does it mean to associate record data?
A. Well, it means that we know that the
. We know that – let’s just
stick with the
. We know that those –
are associated with the video that you’re currently
recording.
(See Ex. C, Nettles Depo. Tr. at 99:15-100:1 (emphasis added) (internal objections omitted).)
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Q. There is no [“]associate with record data[”] as part of this construction;
correct? It’s just [“]associate record data[”]; isn’t that right?
A. Well – but – I – I – I don’t – I don’t understand what you’re associating – I mean,
what you think you’re associating. What I’m saying is being associated is these
other pieces of meta-information; right? That’s one of the things you want to do;
you want to take correlation data, and you want to use it to connect video to
other pieces of information that you’re – that you’re interested in. This doesn’t
say you have to connect video to video.
...
Q. What does it mean to associate record data?
A. I think it means to associate things with record data. So in this case, what
we’re doing is we’re going to associate various pieces of meta-information with the
video.
(See Ex. C, Nettles Depo. Tr. at 100:16-101:21 (emphasis added) (internal objections omitted).)
Digital Ally Response:

Controverted. Dr. Nettles applied the agreed upon

construction of “correlation data.” Throughout his testimony, Dr. Nettles was abundantly clear that
(1) the accused correlation data is used by the accused recording devices to correlate video (i.e.,
record data) “back to the event” and (2) the claims do not require video-to-video correlation. See
Ex. E, Nettles Trans. at 100:16-101:3 (explaining that the claims do not “say you have to connect
video to video”); id. at 120:14-121:15 (“the association and the correlation that we need is back to
the event, not just some sort of isolation . . . we first have this correlation data defined, but we don't
actually understand how the correlation data is used until the next limitation, and that's where we
say it's used to correlate back to the event”). To the extent there was any confusion in Dr. Nettles’
testimony, it was the result of TASER demanding that Dr. Nettles ignore the express language
requiring correlating “back to the event” and instead focus on correlation data in a vacuum. In the
following exchange, Dr. Nettles attempts to explain that it is improper to ignore the express
correlation required by Claim 10, despite counsel for TASER’s insistence that he consider
“correlation data” in a vacuum:
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Q. So I want to be clear. I'm not asking you about the first "wherein" clause and
whether the -- such that the first set of record data and the second set the of
record data can be correlated back to the event. That's not what I'm asking you
about right now. I'm asking you about whether correlation data in the broadcast
limitation is satisfied by
, and I would like for you to answer how
is used to link together or otherwise associate what you have
determined is record data.
A. And that's what I'm saying, is that the process of correlating back to that event
is linking the video that's being recorded to that event. So when you record that
initial stat -, then what you've done is you've correlated
that information to the video that you're starting, and now, as you use that subsequent
meta-information, you're doing further correlations. But actually, to be clear, the first
one is -- is where infringement happens, because that's where the -the correlation data
is stored.
Q. Okay. So you're saying that
a recording back to a
; correct?

is correlation data because it links

A. Back to an event.
...
A. Because what it needs to do is it needs to correlate back to the event. That's
the kind of correlation data we're looking for.
Ex. E, Nettles Trans. at 93:6-94:12 (emphasis added).
TASER Reply:

TASER fact 53 is undisputed. Digital Ally does not controvert the

accuracy of the testimony cited therein. Digital’s additional statements concerning inferences it
would or would not like the Court to draw from this undisputed fact are irrelevant and improper.
SOF ¶ 54.

In other instances, Dr. Nettles opined that correlation data is data used

to correlate the correlation data itself or a video recording back to an event:
A . . . You keep asking about – about association, but eventually, the association
and the correlation that we need is back to the event, not just some sort of
isolation. So if we look at -- so we have a description of what’s broadcast in what
I’ve labeled 10C3; right? And that’s where we first have this correlation data
defined, but we don’t actually understand how the correlation data is used until
the next limitation, and that’s where we say it’s used to correlate back to the
event. So
are one way of characterizing the
event, and
That’s where the association back to that
event happens.
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Q. Okay. So do you disagree then that having correlation data, which is data used
to link together or otherwise associate record data, is a limitation that you needed
to apply in your infringement analysis?
A. So what I needed to do in my infringement analysis is to apply that phrase
plugged into these terms. So it’s not correct to say that I had to apply just this, so
we need to look at this in context.
Q. But you had to apply at least that; correct?
A. Absolutely.
Q. And I’m asking you: Does
associate what you
claim is record data which is video?
A. It does an association of video back to the event, so yes, it associates all of
these various things back to the event. It’s a representation of the event, and when
you first do it, it creates that association and a representation of that.
But here, looking at the claim language, it’s clear that
eventually, the correlation has to be back to the event. Record data back to the
event.
(See Ex. C, Nettles Depo. Tr. at 121:3-122:15 (emphasis added) (internal objections
omitted).)
Q. Is that the only requirement for correlation data, that it be used to correlate
back to the event?
A. Well, I mean, to meet the claim limitations, the correlation data has to be
transmitted by the ASU, so that’s another requirement.
Q. Okay. Are those the only two requirements, that the correlation data be
transmitted by the ASU and used to correlate back to the event?
A. Okay. So 10C3 says, “Broadcast in response to receiving the trigger signal, at least
one communication signal including correlation data to the first device and second
recording device instructing the -- the first device to begin recording said first set of
record data and instructing the second recording device to begin recording said second
set of data.” So at that point, that's where the – that’s where the requirement that it be
sent from the ASU comes up. And then C4 is wherein the first recording device stores
the correlation data as metadata for the first set of record data, so that’s another
requirement. It has to store the correlation data as metadata for the first set of recorded
data, and the second recording device stores the metadata as correlation data for the
second set such that the first set of record data and the second set of record data can
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be correlated back to the event. So when we talk about associate -- core -correlation data being used to associate record data, what we’re talking about is
the first set of record data and the second set of record data being correlated
back to the event. That’s why event is important–
Q. Okay.
A. -- in understanding the meaning of correlation data, because that’s how it’s used,
is to correlate back to the event.
Q. Okay. So –
A. So I think those are the three requirements. They have -- it has to be
transmitted, stored, and used to associate back to the event.
(See Ex. C, Nettles Depo. Tr. at 123:3-124:16 (emphasis added) (internal objections omitted).)
Q. Okay. And how does
meet the agreed upon
construction as a factual matter based on the technical operation of the accused
devices?
A. Well –
Q. And specifically, the agreed upon construction for correlation data.
A. Well, a -- again, my -- my general understanding is that I’m not required to
meet agreed upon constructions; I’m required to meet limitations. So I think part
of our sort of confusion comes because we keep trying to isolate down to that rather
than paying attention to what the whole thing says. So -- sorry. So basically, the
discussion of how the -- how
work
and meet the limitations is in the discussion of 10C. Starts at 73. And then the
discussion of those specific types starts on paragraph 126. And this talks about how
they’re stored
and talks about how it’s -- you don't
actually have to show that it's correlated back to an event; it just can be correlated
back to an event. And so therefore, the infringement happens when that storing
happens. And then the rest of it argues that it’s the right kind of metadata, and it
associates – I mean, these things,
– I mean, the goal is to
associate these attributes of the -- of the event with the video, and
, and we can look at the -- we can see that that
video is associated with
Q. Okay. So is your -- is it your opinion that
not used to link together or otherwise associate record data though?

are

A. Well, again, we’re not -- I don't understand the claims to require that you
connect two pieces of record data. My understanding is that the requirement
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is that you correlate the record data to the event. And so
, those are an aspect of the event, and so what we’re doing is we’re
correlating the video to those aspects of the event.
(See Ex. C, Nettles Depo. Tr. at 182:3-183:25 (emphasis added) (internal objections omitted).)
Q. So you’re saying that

is correlation data
; correct?

A. Back to an event.
Q. Back to an event?
A. Yes.
Q. Is that right?
A. Because what it needs to do is it needs to correlate back to the event. That’s
the kind of correlation data we’re looking for.
(See Ex. C, Nettles Depo. Tr. at 94:3-12 (emphasis added) (internal objections omitted).)
Digital Ally Response:

Controverted. Dr. Nettles applied the agreed upon

construction of “correlation data.” Digital’s response to SOF ¶ 53 is hereby incorporated by
reference.
TASER Reply:

TASER fact 54 is undisputed. Digital Ally does not controvert the

accuracy of the testimony cited therein.

Critically, Dr. Nettles’ testified that his “general

understanding is that [he is] not required to meet agreed upon constructions.” (SOF ¶ 54, Ex. C,
Nettles Depo. Tr. at 182:3-183:25.) Digital’s additional statements concerning inferences it would
or would not like the Court to draw from this undisputed fact are irrelevant and improper.
H.

Uncontroverted Facts Relating to TASER’s Lack of Pre-Suit Knowledge of the
’452 Patent.

SOF ¶ 55.

On February 2, 2016, the same day the ‘452 patent issued, Digital Ally filed

its Amended Complaint adding a claim of infringement against TASER based on the ’452 patent.
(Dkt. 9, at 31, ¶ 76.)
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Digital Ally Response:
TASER Reply:
SOF ¶ 56.

Uncontroverted.

TASER fact 55 is undisputed.

TASER became aware of the issuance of the ‘452 patent on February 2,

2016, when it was served with Digital’s First Amended Complaint in this litigation. (Ex. L, at 45
(TASER’s Supplemental Response to Digital Ally’s First Set of Interrogatories); Ex. O, Fields
Depo. Tr. at 11:1-13, 15:2-5 (“TASER became aware of the ’452 patent on February 2nd, 2016.”)
Digital Ally Response:

Controverted. There is circumstantial evidence that TASER

had knowledge of the issuance of the ’452 Patent prior to February 2, 2016. See Digital’s additional
SOF, ¶¶ 90-102.
TASER Reply:

TASER fact 56 is undisputed because the alleged dispute is not

genuine. Digital Ally does not allege any circumstantial evidence that TASER had knowledge of
the issuance of the ’452 patent prior to its February 2, 2016 issue date. (See TASER’s Responses
to Digital’s SOF ¶¶ 90-102.) Furthermore, Digital Ally alleges only a post-suit willfulness claim.
(Dkt. 337 at 75 (“Because the ’452 Patent issued the same day this lawsuit was filed, there can be
no pre-suit willfulness. And Digital has never suggested otherwise.” (citation omitted)).) Thus,
any pre-suit knowledge of the patent is irrelevant. Halo Elecs., Inc. v. Pulse Elecs., Inc., 136 S.
Ct. 1923, 1933 (2016) (explaining that the time frame for addressing “culpability…is at the time
of the challenged conduct).
SOF ¶ 57.

TASER was not aware of the allowed claims of the ’452 patent prior to

February 2, 2016, when the ’452 patent issued and when TASER was sued on the ’452 patent.
(See Ex. O, Fields Depo Tr. at 10:18-11:4, 12:18-25, 13:18-14:1.)
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Digital Ally Response:

Controverted. There is circumstantial evidence that TASER

was aware of the allowed claims of the ’452 patent prior to February 2, 2016. See Digital’s
additional SOF, ¶¶ 90-102.
TASER Reply:

TASER fact 57 is undisputed because the alleged dispute is not

genuine. Digital Ally does not allege circumstantial evidence that TASER had knowledge of the
issuance of the ’452 patent prior to February 2, 2016. (See TASER’s Responses to Digital’s SOF
¶¶ 90-102.) Furthermore, Digital Ally alleges only a post-suit willfulness claim. (Dkt. 337 at 75
(“Because the ’452 Patent issued the same day this lawsuit was filed, there can be no pre-suit
willfulness. And Digital has never suggested otherwise.” (citation omitted)).) Thus, any pre-suit
knowledge of the patent is irrelevant. Halo, 136 S. Ct. at 1933.
SOF ¶ 58.

TASER’s General Counsel and 30(b)(6) witness, Isaiah Fields, testified that

TASER did not monitor the ’151 Application. (Ex. O, Fields Depo Tr. at 11:1-13, 12:18-25, 13:2114:1, 14:2-5, 14:22-15:5.) Mr. Fields further testified that, based on TASER’s review of its records,
“certainly there’s no evidence that anybody [at TASER] actually pulled or looked at the [’151]
application itself.” (Ex. O, Fields Depo Tr. at 13:21-14:1.)
Digital Ally Response:

Uncontroverted that Mr. Field’s testified as set forth above,

but irrelevant. There is circumstantial evidence that TASER did monitor the ’151 Application
prosecution. See Digital’s additional SOF, ¶¶ 90-102.
TASER Reply:

TASER fact 58 is undisputed. This fact is relevant for the reasons

discussed infra in Section III.D. Furthermore, Digital Ally does not allege circumstantial evidence
that TASER had knowledge of the issuance of the ’452 patent prior to February 2, 2016. (See
TASER’s Responses to Digital’s SOF ¶¶ 90-102.) In addition, Digital Ally alleges only a postsuit willfulness claim. (Dkt. 337 at 75 (“Because the ’452 Patent issued the same day this lawsuit
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was filed, there can be no pre-suit willfulness. And Digital has never suggested otherwise.”
(citation omitted)).) Thus, any pre-suit knowledge of the patent is irrelevant. Halo, 136 S. Ct. at
1933.
SOF ¶ 59.

Digital Ally’s CEO, Stan Ross, confirmed he did not reach out to TASER

to provide notice of the ’452 patent before Digital Ally filed its Amended Complaint. (Ex. P, Ross
9/12/2018 Depo Tr. at 35:19- 36:2.)
Digital Ally Response:
TASER Reply:
SOF ¶ 60.

Uncontroverted.

TASER fact 59 is undisputed.

Digital Ally’s discovery responses have never identified evidence that

TASER had pre-suit knowledge of the allowed claims of the ’452 patent. (See Ex. Q, at 1-2 (Digital
Ally’s Objections and Reponses to TASER’s Interrogatory Nos. 17-18).)
Digital Ally Response:

Controverted. Digital’s discovery responses stated that

“TASER’s reexamination request filed against the ’292 Patent makes it clear that TASER knew
about the ’151 application and knew that it was the parent application of the ’292 Patent.
Additionally, in response to Digital’s Interrogatory No. 1, TASER admitted that it was aware of
the ’151 application as early as July 15, 2014.” This is circumstantial evidence that TASER had,
or should have had, pre-suit knowledge of the allowed claims of the ’452 Patent.
TASER Reply:

TASER fact 60 is undisputed. The quoted material does not allege

that TASER had pre-suit knowledge of the allowed claims of the ’452 patent. Rather, Digital Ally
alleges only that TASER had knowledge of the ’151 patent application. Knowledge of the ‘151
patent application is immaterial for the reasons noted infra in Section III.D. Digital Ally has not
cited a case holding that knowledge of a patent application is circumstantial evidence of knowledge
of later-issued claims in that same application. Quite the opposite. See, e.g., NetFuel, Inc. v. Cisco
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Sys. Inc., No. 5:18-CV-02352-EJD, 2018 WL 4510737, at *2 (N.D. Cal. Sept. 18, 2018)
(“Knowledge of a patent application alone is not sufficient to meet the requirement for
willfulness.”); Windy City Innovations, LLC v. Microsoft Corp., 193 F. Supp. 3d 1109, 1117 (N.D.
Cal. 2016) (dismissing willful infringement claims where alleged knowledge was based on “the
patent application of the [asserted patent] and [also a related patent] on which plaintiff [did] not
su[e]”); Software Research, Inc. v. Dynatrace LLC, 316 F. Supp. 3d 1112, 1133 (N.D. Cal. 2018)
(“A patent application does not provide notice of the resulting patent for indirect or willful
infringement.”). Furthermore, a willful infringement standard that relies on a “should have had
knowledge of the issued claims” theory does not exist. See Glob. Tech Appliances, Inc. v. SEB
S.A., 563 U.S. 754, 769 (2011) (“we agree that deliberate indifference to a known risk that a patent
exists is not the appropriate standard”); see also infra at Section III.D.2. Digital Ally’s response
is immaterial for this additional reason. In addition, Digital alleges only a post-suit willfulness
claim. (Dkt. 337 at 75 (“Because the ’452 Patent issued the same day this lawsuit was filed, there
can be no pre-suit willfulness. And Digital has never suggested otherwise.” (citation omitted)).)
Thus, any pre-suit knowledge of the patent is irrelevant. Halo, 136 S. Ct. at 1933.
SOF ¶ 61.

On April 20, 2018, TASER served Interrogatory No. 17 on Digital Ally

requesting that Digital Ally “Identify and describe all facts and documents that [Digital Ally]
intend[s] to rely on to support [its] contention that TASER willfully infringed any claim of the
’452 Patent.” (Ex. R (TASER’s Fourth Set of Interrogatories to Digital Ally Nos. 17-18).)
Digital Ally Response:
TASER Reply:
SOF ¶ 62.

Uncontroverted.

TASER fact 61 is undisputed.

Digital Ally served its sole response to Interrogatory No. 17 on May 29,

2018 stating:
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While discovery is ongoing, Digital believes that the evidence will show that
TASER was aware of and was tracking the progress of U.S. Patent Application No.
13/967,151, which eventually issued as the ’452 Patent. For example, TASER’s
reexamination request filed against the ’292 Patent makes it clear that TASER knew
about the ’151 application and knew that it was the parent application to the ’292
Patent. Additionally, in response to Digital’s Interrogatory No. 1, TASER admitted
that it was aware of the ’151 application as early as July 15, 2014. On information
and belief, at that point TASER would have monitored the progress of the ’151
application and would have known that the application received a Notice of
Allowance on December 17, 2015 and received the corresponding issue notification
on January 13, 2016. Thus, Digital believes that the evidence will show that TASER
was aware of the claims that would be issuing in the ’452 Patent, knew that the
Accused Products likely infringed those claims, but continued to manufacture and
sell the Accused Products.
Additionally, TASER has continued to infringe the ’452 Patent after the filing of
the above-captioned lawsuit, and that infringement has continued despite TASER’s
Inter Partes Review against the ’452 Patent failing. In other words, TASER has
continued to infringe the ’452 Patent knowing that it is valid.
(Ex. Q, at 1-2 (Digital Ally’s Objections and Reponses to TASER’s Interrogatory Nos. 17-18).)
Digital Ally Response:
TASER Reply:
I.

Uncontroverted.

TASER fact 62 is undisputed.

Uncontroverted Facts Showing No Egregiousness.

SOF ¶ 63.

TASER has maintained reasonable invalidity and non-infringement

defenses throughout this litigation. (Dkt. 26, at 15-16 ¶¶ 71-82, 24, 27-28, 115-116; Ex. S,
(TASER’s Preliminary Invalidity Contentions); Ex. T, (TASER’s Supplemental Invalidity
Contentions); Dkt. 161, (Memorandum and Order Granting TASER’s Motion to Amend Invalidity
Contentions); D.I. 297, at 5-9; Ex. U (TASER’s First Supplemental Objections and Answers to
Digital Ally’s Second Set of Interrogatories); Ex. V (TASER’s Second Supplemental Objections
and Answers to Digital Ally’s Fourth Set of Interrogatories); Ex. W, at pp. 12, 77-125 (Expert
Report of Dr. Dan Schonfeld Regarding Invalidity); Ex. X, at pp. 6, 59-90 (Expert Report of Dr.
Dan Schonfeld Regarding Noninfringement).)
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Digital Ally Response:

Controverted. TASER has not maintained its defenses

throughout the entirety of this litigation. Rather, TASER has stated that it became generally aware
of its defenses on April 1, 2016. See SOF ¶¶ 64-65. Further, with respect to invalidity, each of
TASER’s remaining invalidity theories rely at least in part on the Xu reference. TASER could not
have maintained its invalidity defense based on Xu “throughout this litigation,” because TASER
did not become aware of Xu until September 20, 2017. Ex. J, TASER’s Memo ISO Motion to
Amend Contentions, Dkt. 153 at 4.
TASER Reply:

Digital Ally does not dispute that TASER’s non-infringement and

invalidity defenses are reasonable. Digital Ally also does not dispute that TASER developed its
non-infringement defenses at least as early as or “by April 1, 2016.” (See SOF ¶ 64.) Digital Ally
does not dispute that TASER developed its Xu-based invalidity defenses at least as early as
September 20, 2017.
SOF ¶ 64.

TASER stated in its Response to Digital Ally’s Interrogatory No. 19 that

TASER was “generally aware of the noninfringement positions it has articulated to date by the
time it filed its Answer to Digital’s First Amended Complaint on April 1, 2016”—less than two
months after it first became aware of the ’452 patent. (Ex. Y, at 4-5 (TASER’s Supplemental
Objections and Reponses to Digital Ally’s Sixth Set of Interrogatories).)
Digital Ally Response:

Controverted in part. It is uncontroverted that “TASER

stated in its Response to Digital Ally’s Interrogatory No. 19 that TASER was ‘generally aware of
the noninfringement positions it has articulated to date by the time it filed its Answer to Digital’s
First Amended Complaint on April 1, 2016.’” However, it is controverted that this was less than
two months after it first became aware of the ’452 patent. As noted in response to at least TASER’s
SOF ¶¶ 56-58 and 60, and Digital’s additional SOF ¶¶ 90-102, there is circumstantial evidence that
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TASER was aware of the ’452 Patent impending issuance (and allowed claims) prior to February
2, 2016.
TASER Reply:

Digital Ally does not dispute that TASER’s non-infringement and

invalidity defenses are reasonable. Digital Ally does not dispute that TASER developed its noninfringement defenses at least as early as or “by April 1, 2016.” (See SOF ¶ 64.) Digital Ally does
not allege circumstantial evidence that TASER had knowledge of the issuance of the ’452 patent
prior to its February 2, 2016 issue date. (See TASER’s Responses to Digital’s SOF ¶¶ 90-102.)
Furthermore, Digital Ally alleges only a post-suit willfulness claim. (Dkt. 337 at 75 (“Because the
’452 Patent issued the same day this lawsuit was filed, there can be no pre-suit willfulness. And
Digital has never suggested otherwise.” (citation omitted)).) Thus, any pre-suit knowledge of the
patent is irrelevant. Halo, 136 S. Ct. at 1933.
SOF ¶ 65.

TASER stated in its Response to Digital Ally’s Interrogatory No. 19 that

TASER was “generally aware of grounds of invalidity relating to the Asserted Patent by the time
it filed its Answer to Digital’s First Amended Complaint” on April 1, 2016. (Id.)
Digital Ally Response:
TASER Reply:
SOF ¶ 66.

Uncontroverted.

TASER fact 65 is undisputed.

TASER’s General Counsel and 30(b)(6) witness, Isaiah Fields, certified that

TASER’s Response to Interrogatory No. 19 was “correct and accurate.” (Ex. O, Fields Depo. Tr.
17:20-19:17.)
Digital Ally Response:
TASER Reply:
SOF ¶ 67.

Uncontroverted.

TASER fact 66 is undisputed.

In Digital Ally’s First and Second Amended Complaints, it accused TASER

of indirect infringement of the ’452 patent under 35 U.S.C. §§ 271(b)-(c). (Dkt. 9, at 31-32 ¶¶
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7576; Dkt. 19, at 34-37 ¶¶ 77-81.) Digital Ally has dropped all of its indirect theories of liability
under 35 U.S.C. §§ 271(b)-(c). (See Dkt. 297, at 8.)
Digital Ally Response:

Uncontroverted, but irrelevant. That Digital dropped its

indirect theories of liability has no relevance to the reasonableness of TASER’s defenses to Digital
Ally’s claims of direct infringement.
TASER Reply:

TASER fact 67 is undisputed.

That Digital Ally has dropped

infringement theories is not irrelevant, but rather shows the reasonableness of TASER’s defenses.
Indeed, Digital Ally’s infringement theories, first, with respect to the ’292 patent and, second, with
respect to the ’452 patent have been overreaching and unproven from the day Digital first filed its
complaint. This fact supports TASER’s belief that it never infringed any valid claim of Digital’s
’452 patent. That being said, Digital Ally does not dispute that TASER’s defenses are reasonable.
Here, this alone is sufficient to support TASER’s argument in Section III.D.5 of this brief.
SOF ¶ 68.

In Digital Ally’s First and Second Amended Complaints, it accused

TASER’s SPPM of infringing claims of the ’452 patent. (Dkt. 9, at 31-32 ¶¶ 75-76; Dkt. 19, at 3437 ¶¶ 77, 79, and 81.) Digital Ally no longer accuses TASER’s SPPM product of infringing the
’452 patent. (See Dkt. 297, at 3.)
Digital Ally Response:

Uncontroverted, but irrelevant. That Digital dropped its

claim of infringement against TASER’s SPPM has no relevance to the reasonableness of TASER’s
defenses to the existing claims of infringement.
TASER Reply:

TASER fact 68 is undisputed.

That Digital Ally has dropped

infringement theories is not irrelevant, but rather shows the reasonableness of TASER’s defenses.
Indeed, Digital Ally’s infringement theories, first, with respect to the ’292 patent and, second, with
respect to the ’452 patent have been overreaching and unproven from the day Digital first filed its
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complaint. This fact supports TASER’s belief that it never infringed any valid claim of Digital’s
’452 patent. That being said, Digital Ally does not dispute that TASER’s defenses are reasonable.
This alone is sufficient to support TASER’s argument in Section III.D.5 of this brief.
SOF ¶ 69.

In Digital Ally’s First and Second Amended Complaints, it accused

TASER of infringing the ’452 patent by “making, using, offering to sell, and selling within the
United States.” (E.g., Dkt. 9, at 31 ¶ 75; Dkt. 19, at 34 ¶ 77.) Digital Ally no longer contends that
TASER infringes by using, offering for sale, selling, or importing the accused products. (See Dkt.
297, at 8.)
Digital Ally Response:

Uncontroverted, but irrelevant. That Digital no longer

contends that TASER infringes by using, offering for sale, selling, or importing the accused
products has no relevance to the reasonableness of TASER’s defenses to the existing claims of
infringement.
TASER Reply:

TASER fact 69 is undisputed.

That Digital Ally has dropped

infringement theories is not irrelevant, but rather shows the reasonableness of TASER’s defenses.
Indeed, Digital Ally’s infringement theories, first, with respect to the ’292 patent and, second, with
respect to the ’452 patent have been overreaching and unproven from the day Digital first filed its
complaint. This fact supports TASER’s belief that it never infringed any valid claim of Digital’s
’452 patent. That being said, Digital Ally does not dispute that TASER’s defenses are reasonable.
This alone is sufficient to support TASER’s argument in Section III.D.5 of this brief.
SOF ¶ 70.

On December 20, 2016, TASER filed Petition No. IPR2017-00515 for

inter partes review (“IPR”) of claims 10-17 and 20 of the ’452 patent. The PTAB found that
TASER failed to provide sufficient information to explain “what specific modification . . . would
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have been necessary . . . and why one would make such a modification.” (Ex. Z, at 16-21
(IPR2017-00515, Paper 10, Denial of Institution Decision).)
Digital Ally Response:

Uncontroverted, but incomplete. The cited portions of the

PTAB’s decision related to TASER’s proposed combination of Pierce and Brundula. As part of
its analysis, the PTAB found that TASER did “not show that Pierce teaches a broadcast
communication signal ‘to the first recording device . . . instructing the first recording device to
begin recording,’ as recited in claim 10.” Ex. K, IPR2017-00515, Paper 10, at 16. The PTAB
further stated that TASER did “not argue Pierce discloses a signal sent by controller 31 to the
remote handheld camera (i.e., the claimed ‘first recording device’) instructing the handheld camera
to begin recording. Indeed, we do not discern anything in Pierce that teaches this feature.” Id.
(internal citations omitted). Next, the PTAB stated that TASER’s “arguments and evidence are
insufficient to show that the missing limitation would have been obvious to a person of ordinary
skill in the art,” and rejected TASER’s proposed modifications to the prior art. Id. at 17.
Additionally, the PTAB concluded that “Petitioner does not cite, nor do we discern, anything in
Pierce that teaches or suggests ‘the first set of record data and the second set of record data are
recorded beginning substantially simultaneously in response to the broadcast communication
signal’ as recited in claim 10.” Id. at 22-23.
TASER Reply:

TASER fact 70 is undisputed. Digital’s remaining commentary is

irrelevant because TASER is not citing a Pierce in view of Brundula invalidity theory in the district
court litigation.
SOF ¶ 71.

On January 25, 2017, TASER filed Petition No. IPR2017-00775 for IPR of

claims 1, 3, 4, 7, and 8 of the ’452 patent. Digital Ally does not contend that TASER infringes
claims 1, 3, 4, 7, and 8 of the ’452 patent. (See Dkt. 297, at 3.)
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Digital Ally Response:
TASER Reply:
SOF ¶ 72.

Uncontroverted.

TASER fact 71 is undisputed.

Indeed, Digital Ally withdrew its infringement allegations against TASER

concerning claim 1 of the ’452 patent, and claims depending therefrom, during claim construction
briefing after acknowledging TASER identified a potentially invalidating “internal inconsistency”
between claim 1 and claim 10 based on statements made during the prosecution history. (Dkt. 88,
at 13 (Digital Ally’s Reply to TASER’s Claim Construction Brief).)
Digital Ally Response:

Controverted in part and irrelevant. Digital did not

acknowledge that TASER identified a “potentially invalidating” internal inconsistency between
claim 1 and claim 10. Instead, Digital stated:
TASER’s main issue with ‘substantially simultaneously’ seems to be based on a
distinction between the respective use of this phrase in different claims of the ’452
Patent. Having reviewed TASER’s brief and the issues raised, and having
reexamined Claim 1 in light of TASER’s arguments, it appears arguable that there
may be an internal inconsistency and/or confusion in Claim 1. To avoid needlessly
arguing over the operation of claim 1 and wasting the time and resources of the
parties and the Court, Digital will withdraw its infringement allegations concerning
Claim 1 of the ’452 Patent.
Dkt. 88, Digital Ally’s Reply to TASER’s Claim Construction Brief at 13. Moreover, that Digital
withdrew its infringement allegations against TASER concerning claim 1 of the ’452 patent, and
claims depending therefrom, has no relevance to the reasonableness of TASER’s defenses to the
existing claims of infringement.
TASER Reply:

Digital Ally does not dispute that it stated during claim

construction that “it appears arguable that there may be an internal inconsistency and/or confusion
in Claim 1.” See id. Digital Ally likewise does not dispute that it withdrew claim 1 and its asserted
dependent claims as a result of TASER’s arguments. That Digital dropped certain infringement
theories is not irrelevant, but rather shows the reasonableness of TASER’s defenses. Indeed,
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Digital Ally’s infringement theories, first, with respect to the ’292 patent and, second, with respect
to the ’452 patent have been overreaching and unproven from the day Digital first filed its
complaint. This fact supports TASER’s belief that it never infringed any valid claim of Digital’s
’452 patent. That being said, Digital Ally does not dispute that TASER’s defenses are reasonable.
This alone is sufficient to support TASER’s argument in Section III.D.5 of this brief.
SOF ¶ 73.

Digital Ally is not filing a motion for summary judgment of no invalidity

with respect to TASER’s anticipation theories based on International Application No. WO
2014/000161 to Xu et al. (Dkt. 297, at Section 8(b) (omitting the Xu reference); see also Dkt. 298
(Digital Ally’s motion for only partial summary judgment with respect to TASER’s Third Defense
(invalidity)).)
Digital Ally Response:
TASER Reply:
SOF ¶ 74.

Uncontroverted.

TASER fact 73 is undisputed.

The Xu reference was not the subject of any TASER-filed IPR. (See

generally Ex. Z, at 2, 8 (IPR2017-00515 Paper 10, Denial of Institution Decision) (no mention of
Xu reference); Ex. AA, at 2, 8 (IPR2017-00775, Paper 12, Denial of Institution Decision) (no
mention of Xu reference).)
Digital Ally Response:
TASER Reply:
SOF ¶ 75.

Uncontroverted.

TASER fact 74 is undisputed.

The PTAB has never ruled that any claim of the ‘452 patent is valid. (Ex.

Z, at 2, 38 (IPR2017-00515, Paper 10, Denial of Institution Decision); Ex. AA, at 2, 25 (IPR201700775, Paper 12, Denial of Institution Decision).)
Digital Ally Response:

Uncontroverted, but incomplete. The PTAB ruled that

TASER had failed to “demonstrate[] a reasonable likelihood that [TASER] would prevail in
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showing at least one of the challenged claims of the ’452 Patent is unpatentable based on any
asserted grounds of unpatentability.” Ex. K, IPR2017-00515, Paper 10 at 38; Ex. L, IPR201700775, Paper 12 at 25.
TASER Reply:

TASER fact 75 is undisputed. The PTAB has never ruled that any

claim of the ’452 patent is valid. Digital’s remaining commentary is irrelevant.
J.

Uncontroverted Facts Regarding Digital Ally’s Legally-Flawed Convoyed
Sales Theory.

SOF ¶ 76.

Digital asserts a $342 million royalty base. (See Ex. AB, at Exhibit 3 and

Appendix D (Expert Report of Julie Davis).)
Digital Ally Response:

Uncontroverted, but incomplete. Digital notes for clarity that

the full royalty base calculated by Ms. Davis is $342,282,616. See Ex. G, Davis Opening Rpt. at
Exhibit 3.
TASER Reply:

TASER fact 76 is undisputed. Digital is correct that Ms. Davis

calculated a royalty base of exactly $342,282,616.
SOF ¶ 77.

96% of Digital’s asserted damages base represents alleged “convoyed

sales.” (See Ex. AB, at Exhibit 3 and Appendix D (Expert Report of Julie Davis) ($12.1 + $1.5 =
$13.6, divided by $342 million).)
Digital Ally Response:

Controverted as misleading. Digital’s damages base includes

the accused products, products that form a functional unit with the accused products such as
Evidence.com and the camera docks, and products sold as a package or bundle including the
accused products. See Ex. G, Davis Opening Rpt. at 23-25; 51-52.
TASER Reply:

Digital Ally’s response does not fairly respond to or dispute TASER

fact 77, which is therefore undisputed. Digital attempts to rebut this fact by generically listing
everything its damages expert, Ms. Davis, included in the damages base. Importantly, however,
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Digital Ally does not contest that 96% of that base is made up of revenues from products that
Digital alleges are “convoyed sales.”
SOF ¶ 78.

Digital’s damages expert relied on sales quote data from Axon’s salesforce

database (Ex. AH, (TI_000592739)) and booking estimates, instead of an accounting data extract
from Axon’s Microsoft Dynamics database (Ex. AF, (TI_000712516)) produced during discovery
showing actual revenues received. (See Ex. AB, at Exhibit 3 and Appendix D (Expert Report of
Julie Davis).)
Digital Ally Response:

Controverted in-part as misleading. Digital does not dispute

that it relied on “bookings” for its damages calculations. However, Digital disputes TASER’s
characterization of this data as “sales quote data” and “booking estimates,” to the extent this SOF
implies that it was improper to rely on such data. TASER’s termed “quote data” and “estimates”
are signed sales contracts between TASER and its buyers imposing future contractual duties. This
information was provided to Digital during discovery after requesting identification of each sale
and offer for sale of each Accused Product. See Ex. M, TASER’s Supplemental Response to Digital
Ally’s Interrogatory No. 4 (noting “TI_000040517” containing sales data regarding these sales
contracts). TASER further represented its financial status with this information to investors and
the SEC. See Ex. N, Axon Enterprise, Inc. 2016 Form 10-k at 28, Ex. O, Axon Enterprise, Inc.
2016 Form 10k; see also Ex. P, Bobra Trans. at 137:12-149:5 (discussing the use of bookings in
TASER’s 2016 and 2017 Annual Reports).
TASER Reply:

TASER fact 78 is undisputed.

Digital’s additional statements

concerning inferences it would or would not like the Court to draw from this undisputed fact are
irrelevant and improper.
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SOF ¶ 79.

Only two out of the nine product categories identified by Digital’s damages

expert in her Exhibit 3 are directed specifically to the accused products, representing $13.6 million
of the total calculated by Digital. (See Ex. AB, at Exhibit 3 and Appendix D (Expert Report of
Julie Davis) ($12.1 + 1.5 = $13.6 million).)
Digital Ally Response:

Uncontroverted, but incomplete. Digital notes for clarity that

the “Signal Camera” and “Signal Unit” line items in Exhibit 3 of Ms. Davis’s damages report are
the accused products. Ex. G, Davis Opening Rpt. at Exhibit 3.
TASER Reply:
SOF ¶ 80.

TASER fact 79 is undisputed.

Evidence.com existed as a commercial product long before Digital filed for

its ‘452 patent, and has a wide variety of features. (See Ex. K, 2009 Innovation Award
(TI_000592250); Ex. AE, Davis Depo. Tr. at 44:4-7 (agreeing that Evidence.com was developed
and sold before the ‘452 patent was filed); Ex. AC, Isner Depo. Tr. at 18:9-11; Ex. AD,
(TI_000592540).) Digital’s damages expert agrees that Evidence.com is not an accused product and
that Evidence.com is not covered by the ‘452 patent. (Ex. AE, Davis Depo. Tr. at 28:25-29:2.)
Digital Ally Response:

Uncontroverted, but irrelevant. Digital does not dispute that

evidence.com predates the ’452 Patent nor that evidence.com has numerous features. But the
timing and features of evidence.com is wholly irrelevant to TASER’s motion for summary
judgment. Digital does not accuse evidence.com of infringing and TASER does not contend that
evidence.com invalidates any Asserted Claim.
TASER Reply:

TASER fact 80 is undisputed. Digital’s additional argument as to

relevance is improper, incorrect, and addressed appropriately in TASER’s reply argument.
SOF ¶ 81.

Customers have purchased and used Evidence.com independently of

whether they also have an ASU. (See Ex. AF, (TI_000712516) (showing Evidence.com purchases
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by customers who did not purchase ASUs); Ex. AE, Davis Depo. Tr. at 71:12-23 (agreeing
Evidence.com is used to process and store video from unaccused TASER products and police
agencies without ASUs.); Ex. C, Nettles Depo. Tr. at 326:18-327:6 (agreeing that Evidence.com
has independent uses apart from the accused cameras and that Evidence.com can load information
from “lots of” non-accused sources).)
Digital Ally Response:

Controverted in-part as misleading. Digital does not dispute

that some customers have purchased evidence.com without further purchasing an ASU. However,
Digital notes that Ms. Davis apportioned out the sales of evidence.com that were not associated
with a sale of an accused camera system. Ex. G, Davis Opening Rpt. at 25. Digital disputes
TASER’s characterization of Ms. Davis’s testimony. TASER’s cited portion of Ms. Davis’s
deposition transcript makes no mention of evidence.com:

Ex. Q, Davis Trans. at 71:12-23. Nor does this excerpt show that Ms. Davis agrees that
evidence.com is used to process and store video from unaccused products or for police agencies
without ASUs.
TASER Reply:

TASER fact 81 is undisputed. Digital agrees that customers have

purchased and used Evidence.com without further purchasing an ASU. Digital also agrees that
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TASER SOF ¶ 81 is supported by Dkt. 317-3, Ex. AF, (TI_000712516) and Dkt. 315-1, Ex. C,
Nettles Depo. Tr. at 326:18-327:6.
SOF ¶ 82.

Customers purchase Evidence.com subscriptions without purchasing either

an ASU or an accused camera, as Digital’s expert admitted. (See Ex. AB, at 25 (Expert Report of
Julie Davis) (acknowledging there are “sales of Evidence.com that were not associated with a sale
of an accused camera system”); Ex. AF, (TI_000712516) (showing Evidence.com purchases); Ex.
AG, at 46-47, Figure 13, and Exhibit 13 (Expert Report of Christine Hammer) (showing percentages
of customers owning Evidence.com licenses only and camera products only (without
Evidence.com)); Ex. AC, Isner Depo. Tr. at 137:15-25 (“I can factually say it [Evidence.com] is
not a closed system, and that is because it ingests other type of digital evidence that is not generated
by our devices.”).)
Digital Ally Response:

Controverted in-part as misleading. Digital does not dispute

that some customers have purchased evidence.com without further purchasing an ASU or an
accused camera. However, Digital disputes TASER’s characterization of Ms. Davis’s report to the
extent this SOF implies Ms. Davis relied on sales of evidence.com sold without the accused camera
system in her damages report. In her report, Ms. Davis apportioned out the sales of evidence.com
that were not associated with a sale of an accused camera system. Ex. G, Davis Opening Rpt. at
25.
TASER Reply:

TASER fact 82 is undisputed. Digital’s additional commentary

regarding potential implications of this fact is irrelevant, improper, and addressed appropriately in
the body of TASER’s reply argument.
SOF ¶ 83.

Customers who purchase TASER’s cameras and/or ASUs are not required

to use Evidence.com, and some choose not to. (See Ex. AF (TI 000712516); Ex. AG, at 46-47,

58

Figure 13, and Exhibit 13 (Expert Report of Christine Hammer) (showing 48% of purchasers of
camera products do not also purchase Evidence.com licenses).)
Digital Ally Response:

Uncontroverted, but irrelevant. In Ms. Davis’s damages

report, Ms. Davis apportioned out the sales of evidence.com that were not associated with a sale
of an accused camera system. Ex. G, Davis Opening Rpt. at 25.
TASER Reply:

TASER fact 83 is undisputed. Digital’s additional commentary as to

relevance is improper and addressed appropriately in the body of TASER’s reply argument.
SOF ¶ 84.

Camera docks are sold to customers who do not purchase ASUs. (See Ex.

AH (TI 000592739).)
Digital Ally Response:

Uncontroverted, but incomplete. Digital notes for clarity that

camera docks are also sold to customers who do purchase ASUs. Ex. G, Davis Opening Rpt. at
App. D.
TASER Reply:
SOF ¶ 85.

TASER fact 84 is undisputed.

Beyond Evidence.com and the camera docks, Digital makes no specific

factual allegations in support of its attempts to include other products and services in its “convoyed
sales” damages base. (See Ex. AB, at 24-26, Exhibit 3 and Appendix D (Expert Report of Julie
Davis); Ex. AI (Digital Ally’s Second Supplemental Objections and Response to TASER’s
Interrogatory No. 14).).
Digital Ally Response:

Controverted. Digital provided ample factual support for its

convoyed sales damages base. Ex. G, Davis Opening Rpt. at 23-25. Further, Ms. Davis expressly
discussed the promotion of TASER’s product ecosystem Id. at 26-28. Ms. Davis additionally
explained TASER’s sales model and the role Assurance Plans, Bundles, Officer Safety Plans, and
Packages play in relation to the accused camera systems. Id. at 51-52.
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Specifically, Digital has asserted that

Similarly,

TASER Reply:

TASER fact 85 is undisputed for the proposition for which it was

cited. In particular, Digital Ally does not dispute that Ms. Davis and Dr. Nettles never offered an
opinion regarding how products beyond evidence.com and the docks form a functional unit with
the accused system.
SOF ¶ 86.

Digital’s response to TASER’s Interrogatory No. 14 regarding “convoyed

sales” damages deferred to Digital’s then-prospective damages report. (See Ex. AI (Digital Ally’s
Second Supplemental Objections and Response to TASER’s Interrogatory No. 14).)
Digital Ally Response:
TASER Reply:

Uncontroverted.

TASER fact 86 is undisputed.
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SOF ¶ 87.

Digital’s damages report only specifically addresses two products,

Evidence.com and camera docks, in attempting to justify application of an overall “convoyed sales”
analysis. (See Ex. AB, at 24-26, Exhibit 3, and Appendix D (Expert Report of Julie Davis).)
Digital Ally Response:

Controverted. Digital expressly addresses each product

included in its convoyed sales analysis. Digital’s responses to SOFs ¶¶ 77 and 85 are hereby
incorporated by reference.
TASER Reply:

TASER fact 87 is undisputed for the proposition for which it was

cited. In particular, Digital Ally does not dispute that Ms. Davis and Dr. Nettles never offered an
opinion regarding how products beyond evidence.com and the docks form a functional unit with
the accused system.
SOF ¶ 88.

Digital’s damages report asserts the “convoyed sales” damages base

includes service plans and or encompasses unrelated weapon products such as CEWs. (See Ex.
AB, at Exhibit 3 and Appendix D (Expert Report of Julie Davis).)
Digital Ally Response:

Controverted as misleading. Ms. Davis did not argue that the

CEWs form a “functional unit” under the convoyed sales analysis such that the royalty base should
include CEW revenue. Rather, Ms. Davis affirmatively noted that she would have removed the
non-accused CEW revenue but for the fact that TASER did not provide sufficient information to
do so. Ex. G, Davis Opening Rpt. at 52 (“I acknowledge that the CEW revenue that is included as
part of the Officer Safety Plan should be excluded from the royalty base. However, I have
insufficient information from TASER to reliably estimate the dollar amount associated with the
CEWs that should be removed from the royalty base. [] To the extent TASER provides additional
information after the date of my report, I will be prepared to adjust my royalty base as necessary.”).

61

TASER Reply:

Digital does not dispute that Ms. Davis included service plans as

“convoyed sales.” Digital also does not dispute that Ms. Davis included CEW revenue in her
damages base. Digital’s allegations regarding why Ms. Davis might have chosen to do so are
irrelevant and improper.
SOF ¶ 89.

For example, TASER’s Officer Safety Plan has nothing to do with the ASU

product accused of infringement – instead, it involves bundling TASER Smart Weapons and bodyworn cameras. (See id.; see also Ex. AJ (TI_000592623).)
Digital Ally Response:

Controverted as misleading. The Officer Safety Plan

specifically includes at least one of the Accused Products. Ex. G, Davis Opening Rpt. at 21 (stating
that “[t]he entire camera system is the claimed and accused infringing system/feature”); see also
Digital’s responses to SOFs ¶ 77 and 85 concerning the Officer Safety Plan which are hereby
incorporated by reference.
TASER Reply:

TASER fact 89 is undisputed. Digital does not deny that the Officer

Safety Plan has nothing to do with the ASU product that Digital Ally accuses of infringement.
Digital merely points out that the Officer Safety Plan includes body-worn cameras, which TASER
acknowledges in SOF ¶ 89. Digital’s additional commentary regarding potential implications of
this fact, including what constitutes the “accused system,” is irrelevant, improper, and addressed
appropriately in the body of TASER’s reply argument.
II.

ADDITIONAL STATEMENT OF FACTS PROVIDED BY DIGITAL ALLY.
A.

Uncontroverted Facts Relating to TASER’s Pre-Suit Knowledge of and
Conduct Relating to Digital Ally, its Intellectual Property, and its Patented
Technology.

SOF ¶ 90.

Rick Smith testified that TASER

62

TASER Response:

Uncontroverted, but irrelevant to willfulness. The only knowledge

relevant to willful infringement is knowledge related to the asserted patent. Radware Ltd. v. F5
Networks, Inc., No. 5:13-cv-02024-RMW, 2016 WL 4427490, at *5 (N.D. Cal. Aug. 22, 2016)
(finding knowledge of a company 12 years before the asserted patent issued was not evidence to
show anyone actually knew of the asserted patent); Finjan, Inc. v. Cisco Sys. Inc., No. 17-CV00072-BLF, 2017 WL 2462423, at *5 (N.D. Cal. June 7, 2017) (finding (1) a more than 20-year
direct relationship between plaintiff and the defendant, (2) discussions about the patent portfolio,
and (3) facts that the defendant was an investor in the plaintiff for years before the suit all
insufficient to support a willful infringement finding). This fact should also be disregarded as
untimely raised in support of Digital’s willfulness allegations. (SOF ¶ 62.)
SOF ¶ 91.

Josh Isner, TASER’s Chief Revenue Officer, testified that

TASER Response:

Uncontroverted, but incomplete and irrelevant.

This is irrelevant because
, and Digital does not cite it for
this or any other purpose. See, e.g., NetFuel, 2018 WL 4510737, at *2 (“To willfully infringe a
patent, the patent must exist and one must have knowledge of it.”); Cont'l Circuits LLC v. Intel
Corp., No. CV16-2026-PHX-DGC, 2017 WL 679116, at *11 (D. Ariz. Feb. 21, 2017) (“Plaintiff’s
failure to plead sufficient facts to show [Defendant’s] knowledge of the [asserted patents] is fatal
to its willfulness claim.”).
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and is irrelevant at
least for this additional reason. Finally, this fact should be disregarded as untimely raised in
support of Digital’s willfulness allegations. (SOF ¶ 62.)
SOF ¶ 92.

TASER was aware of Digital’s related ’292 Patent and the patent

application that would issue as the ’292 Patent at least as early as July 15, 2014. Ex. T, Fields
Trans. at 10:2-17.
TASER Response:

Controverted to the extent it is misleading. Mr. Fields testified that

“[t]he ’292 patent issued on July 15th of 2014, and [his] understanding is that TASER learned
about the ’292 patent on or about that date.” (Dkt. 337-14, Ex. T, Fields Depo. Tr. at 10:2-17.)
He also testified that “My understanding is that TASER became aware of the ’292 application on
or about the date the patent issued, so July 15th of 2014.” (Id.) Further, Digital Ally does not
allege TASER infringes the ’292 patent. (See Dkt. 297, at 3; Ex. A, (U.S. Patent No. 9,253,452).)
SOF ¶ 93.

TASER was aware of Digital’s ’151 Application at least as early as July 15,

2014. Ex. T, Fields Trans. at 10:24-11:13.
TASER Response:

Uncontroverted, but irrelevant for the reasons noted infra in

TASER’s reply.
SOF ¶ 94.

TASER knew the ’292 Patent was a continuation of the ’151 application at

least as early as July 15, 2014. Ex. T, Fields Trans. at 12:18-13:17.
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TASER Response:

Controverted as unsupported by the cited testimony and irrelevant

for the reasons noted infra in TASER’s reply. Mr. Fields further testified that “there’s no evidence
that anybody actually pulled or looked at the application.” (Id. at 13:18-25.)
SOF ¶ 95.

Rick Smith testified that

TASER Response:

Controverted as misleading and irrelevant.
Indeed,

it seems highly unlikely that it could have considering the ‘452 patent did not exist as of September
13, 2013. (SOF ¶ 6.) Further,

is

irrelevant for the reasons noted in TASER’s reply and motion for summary judgment. Likewise,

and the Court cannot guess what it said or credit this testimony when Digital has not
established the PoliceOne article is admissible or has otherwise been produced in this case. This
fact should also be disregarded as untimely raised in support of Digital’s willfulness allegations.
(SOF ¶ 62.)
SOF ¶ 96.

Rick Smith testified that

TASER Response:

Controverted as unsupported and incomplete.

Additionally, TASER controverts this statement to the extent it implies there was or is a “VuLink
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patent” or that any such patent is the asserted patent in this case. This is mere attorney argument
and is not supported by the evidence. This fact should also be disregarded as untimely raised in
support of Digital’s willfulness allegations. (SOF ¶ 62.)
SOF ¶ 97.

Rick Smith testified that

TASER Response:

Uncontroverted, but irrelevant for the reasons noted infra in

TASER’s reply. This fact should also be disregarded as untimely raised in support of Digital’s
willfulness allegations. (SOF ¶ 62.)
SOF ¶ 98.

TASER Response:

This fact is irrelevant for the
reasons noted infra in TASER’s reply. This fact should also be disregarded as untimely raised in
support of Digital’s willfulness allegations. (SOF ¶ 62.)
SOF ¶ 99.

Rick Smith testified that

TASER Response:

Uncontroverted, but irrelevant to willful infringement of the ‘452

patent. The ‘452 patent did not exist as of September 18, 2014. (SOF ¶ 6.) This fact should also
be disregarded as untimely raised in support of Digital’s willfulness allegations. (SOF ¶ 62.)
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SOF ¶ 100.

Rick Smith testified that

TASER Response:

Uncontroverted, but irrelevant to willful infringement of the ’452

patent. The ’452 patent did not exist as of September 2014. (SOF ¶ 6.) This fact should also be
disregarded as untimely raised in support of Digital’s willfulness allegations. (SOF ¶ 62.)
SOF ¶ 101.

Peng Han, a Digital employee, testified that during a meeting with

individuals from TASER, one of TASER’s hardware engineering managers asked about Digital’s
VuLink device. Ex. U, Han Trans. at 275:4-19.
TASER Response:

Controverted and irrelevant to willful infringement of the ’452

patent. The testimony cited in support is inadmissible hearsay, but more importantly, the
referenced meeting occurred in September of 2014. (Ex. AL, Han Depo. Tr. at 268:14-19). The
’452 patent did not exist as of September 2014. (SOF ¶ 6.) Furthermore, this testimony does not
suggest that Mr. Han ever disclosed any operational details of the VuLink device to TASER or
that those details were later incorporated into TASER’s accused products. In fact, Digital’s CEO,
Stan Ross, testified that at the same meeting there was no secret or confidential information
exchanged and Digital Ally did not demonstrate any products to TASER because “[TASER] didn’t
feel like they needed to see it.” (Ex. AM, 9/12/2018 Ross Depo. Tr. at 158:11-159:4, 160:14161:8.) Indeed, it is undisputed that TASER uses Bluetooth, while Mr. Han testified that the
VuLink uses WiFi. (SOF ¶ 33; Ex. AL, Han Depo. Tr. at 82:18-25.) This fact should also be
disregarded as untimely raised in support of Digital’s willfulness allegations. (SOF ¶ 62.)
SOF ¶ 102.

TASER admits that it challenged the validity of the ’292 Patent through

reexamination proceedings at the USPTO and that the USPTO issued an Ex Parte Reexamination

67

Certificate for U.S. Patent 8,871,292. Ex. V, TASER’s Amended Partial Answer and
Counterclaims, Dkt. 58, at ¶¶ 20-21.
TASER Response:

Uncontroverted, but irrelevant to willful infringement of the ’452

patent, including for the reasons discussed below at D. Further, the ’292 patent’s reexamination
proceedings resulted in Digital Ally amending the claims of the ’292 patent.
SOF ¶ 103.

Mr. Isner also testified that Digital had fewer resources and much smaller

revenue in the body-worn camera space “across their company.” Ex. S, Isner Trans. at 96:9-12.
TASER Response:

Controverted as incomplete and irrelevant. Mr. Isner provided

further context for this statement, including that TASER had been selling cameras since “as early
as 2009 to customers.” (Dkt. 337-13, at Ex. S, Isner Depo. Tr. at 97:4-10.) This fact is further
irrelevant because it is not cited by Digital in support of its summary judgment arguments. It
should also be disregarded as untimely raised in support of Digital’s willfulness allegations. (SOF
¶ 62.)
SOF ¶ 104.

Mr. Isner also confirmed during his deposition that

TASER Response:

Controverted as incomplete and irrelevant. Mr. Isner explained, “I

never, in my mind, questioned who had the idea and who first publicly announced the idea and
that [TASER was] selling it as early as 2009 to customers.” (Dkt. 337-13, at Ex. S, Isner Depo. Tr.
at 97:4-10.) This fact is further irrelevant because it is not cited by Digital in support of its
summary judgment arguments, does not have any connection to the ’452 patent, and involved a
conversation that occurred years before the ’452 patent issued. This fact should also be disregarded
as untimely raised in support of Digital’s willfulness allegations. (SOF ¶ 62.)
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SOF ¶ 105.

TASER released a press release on September 2, 2015 noting that it had

“improved upon the old technology described in the Digital Ally patent with new patent pending
technology called Axon Signal,” and has never attempted to withdraw that press release. Ex. R,
Smith Trans. at 223:8–225:8.
TASER Response:

Uncontroverted, but irrelevant to willful infringement. The ’452

patent did not exist as of September 2, 2015. (SOF ¶ 6.) This fact is irrelevant for the reasons
noted infra in TASER’s reply. This fact is further irrelevant because it is not cited by Digital in
support of any proposition in its motion for summary judgment. It should also be disregarded as
untimely raised in support of Digital’s willfulness allegations, as explained infra at III.D.1. (SOF
¶ 62.)
SOF ¶ 106.

TASER has continued to sell the Accused Products since this lawsuit was

filed. Ex. W, Digital Ally’s Objections and Responses to TASER’s Interrogatory Nos. 17-18.
TASER Response:
SOF ¶ 107.

Uncontroverted.

After this lawsuit was filed, TASER released additional products which

Digital has accused of infringing the ’452 patent. See, Ex. R, Smith Trans. at 19:8-14; Ex. X,
Pretrial Order, Dkt. 297, at p.3, ¶ 8.
TASER Response:
SOF ¶ 108.

Uncontroverted.

TASER filed four additional challenges to the ’292 Patent and the ’452

Patent at the USPTO after this litigation was filed. Ex. XX, Digital Ally’s Notice of Filing Full
IPR Records, Dkt. 170, at 1.
TASER Response:

Uncontroverted. For clarity, only one such challenge involved the

’452 patent claims remaining in this litigation.
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SOF ¶ 109.

On April 20, 2018, TASER served Interrogatory No. 18 on Digital

requesting that Digital “[i]dentify and describe all facts and documents that [Digital Ally] intend[s]
to rely on to support [Digital Ally’s] contention that [Digital Ally is] entitled to ‘enhanced damages
up to three times the amount of damages found or measured,’ as stated in Digital Ally’s Second
Amended Complaint served March 18, 2016.” Ex. Z, TASER’s Fourth Set of Interrogatories to
Digital Ally No. 17-18.
TASER Response:

Uncontroverted but irrelevant to willful infringement of the ’452

patent. Whether enhanced damages are proper is a separate legal issue from whether any
infringement was willful. Power Integrations, Inc. v. Fairchild Semiconductor Int’l, Inc., No. CV
04-1371-LPS, 2017 WL 6206382, at *6 (D. Del. Dec. 8, 2017) (noting that only after there is a
finding of willfulness would the court then be “tasked with making a discretionary call as to
whether to award enhanced damages and, if so, in what amount”). The relevant willfulness
interrogatory was TASER Interrogatory No. 17, which asked Digital to “Identify and describe all
facts and documents that You intend to rely on to support Your contention that TASER willfully
infringed any claim of the ‘452 Patent.” (Dkt. 337-12, Ex. R at 3.)
SOF ¶ 110.

Digital served its response to Interrogatory No. 18 on May 29, 2018 stating:

Digital states that, while discovery is ongoing, it believes the evidence will
show that Digital is entitled to enhanced damages in view of the totality of the
circumstances. Courts often look to the below factors in deciding whether to
enhance damages.
(1) Whether infringer deliberately copied ideas or design of another
While discovery is ongoing, Digital believes that the evidence will show
that TASER knew about Digital’s patented auto-activation technology and
deliberately copied it. For example, as set forth in Exhibit F to Digital’s Complaint,
TASER admitted that it “built upon the old technology described in the Digital Ally
patent.” While this post was referring to a USPTO office action pertaining to the
’292 Patent, TASER’s statement makes clear that it copied the technology
described in the patent’s specification, which was identical to the specification of
the ’452 Patent.
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(2) Whether the infringer, when he knew of the other’s patent protection,
investigated the scope of the patent and formed a good-faith belief that it was
invalid or that it was not infringed
Under the Court’s schedule, a parties’ deadline to disclose its intent to rely
on advice of counsel as a defense has not yet passed. Therefore, at this point in
time, Digital cannot say whether any such opinion of counsel was obtained by
TASER. Should TASER ultimately disclose that such an opinion exists, Digital will
supplement its response accordingly. However, based on TASER’s failed IPR
attempts, Digital does not believe that TASER could have had a good faith belief
of invalidity.
(3) The infringer’s behavior as a party to the litigation
While discovery is ongoing, Digital is unaware of any facts relating to this factor.
(4) The infringer’s size and financial condition
TASER is a very large company that is in a strong financial condition.
Accordingly, the award of enhanced damages would not unduly prejudice TASER’s
non-infringing business. Moreover, TASER’s size and financial condition is even
more pronounced relative to Digital Ally. Digital Ally is a small player in the market.
Moreover, it is clear that
It is also clear that

(5) The closeness of the case
This is not a close case in terms of either infringement or validity. As set
forth above, TASER’s invalidity challenge against the ’452 Patent before the Patent
Office failed. Thus, there is no argument that there is a “close” question as to the
validity of the ’452 Patent. Similarly, TASER’s infringement is not a close call
either. TASER has admitted that it “built upon” the technology developed and
patented by Digital. Accordingly, Digital believes that TASER’s infringement is,
and has been, clear from the outset of this case.
(6) The duration of the defendant’s misconduct
While discovery is ongoing, Digital incorporates by reference its response
to Interrogatory No. 17 above.
(7) Remedial action by the defendant
Digital is unaware of any remedial action TASER has taken.
(8) The defendant’s motivation for harm
TASER had clear financial motivation to harm Digital. For example,
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Whether the defendant attempted to conceal its misconduct
While Digital is currently unaware of any such attempts to conceal its misconduct,
discovery is still ongoing. Digital will supplement its response as required should
it become aware of any such instances.
Ex. W, Digital Ally’s Objections and Responses to TASER’s Interrogatory Nos. 17-18.
TASER Response:

Uncontroverted but irrelevant to willful infringement of the ’452

patent. Whether enhanced damages are proper is a separate legal issue from whether any
infringement was willful. Power Integrations, 2017 WL 6206382, at *6 (noting that only after
there is a finding of willfulness would the court then be “tasked with making a discretionary call
as to whether to award enhanced damages and, if so, in what amount”). The relevant willfulness
interrogatory was TASER Interrogatory No. 17, which asked Digital to “Identify and describe all
facts and documents that You intend to rely on to support Your contention that TASER willfully
infringed any claim of the ‘452 Patent.” (Dkt. 337-12, Ex. R at 3.)
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